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I. Legal Background 


§ 1. Introduction; scope of article 


Laches is an equitable doctrine which defendants often raise in trademark disputes.+ First, 
laches is an affirmative defense to a claim of trademark infringement.2 However, even if a 
defendant proves laches, the court may still enjoin the defendant's future use of the disputed 
mark or award some monetary damages to the plaintiff. A few judicial cases have relied on 
laches to allow a junior user to foreclose a senior user's expansion of the goods or services 
available under a mark.^ Additionally, in some jurisdictions, laches is invoked to address the 
absence of a statute of limitations in the federal trademark statute, the Lanham Act.? 


Laches is also an affirmative defense in inter partes proceedings regarding federal trademark 
registrations before the Trademark Trial and Appeal Board (hereinafter "Board" or “TTA.”), the 
administrative tribunal handling trademark matters within the United States Patent and 
Trademark Office. However, the TTAB's laches doctrines are not identical to those employed 
by judicial tribunals. 


In addition to discussing the complexities of laches as applied to trademark disputes, this article 
illustrates such a dispute by providing a hypothetical, an exchange of lawyer's letters between 
the parties,? an answer pleading the affirmative defense of laches, a responsive pleading to 
the affirmative defense, and sample court testimony thereon.2 


This article does not discuss laches in other types of disputes. While noting the differences 
between laches and other equitable doctrines, this article does not analyze other equitable 
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doctrines. This article is not a substitute for analysis and research regarding any specific 
dispute; hopefully, however, it may provide a useful starting point for such investigations. 


Note: 


Some opinions discussed in this article may be restricted by court rule as to publication and citation in 
briefs; readers are cautioned to check each case for restrictions. A number of jurisdictions may have 
rules, regulations, constitutional provisions, or legislative enactments directly bearing upon this subject. 
These provisions are discussed herein only to the extent and in the form that they are reflected in the 
court opinions that fall within the scope of this article. The reader is consequently advised to consult the 
appropriate statutory or regulatory compilations to ascertain the current status of all statutes discussed. 


§ 2. Laches 


“Laches is a defense developed by courts of equity to protect defendants against unreasonable, 
prejudicial delay in commencing suit.” Laches is an affirmative defense with two elements: 
unreasonable delay by plaintiff and resulting prejudice to defendant.? 


Some courts have diagramed laches as containing three elements: delay by the plaintiff; 
inexcusability of the plaintiff's delay; and resulting prejudice to the defendant.? Care is required 
to sort out cases and documents which confuse laches (as defined above) with other equitable 
or trademark doctrines.^ 


Distinctions: 


Abandonment may occur when a trademark holder fails for a significant period of time to sue any of 
multiple, apparent infringers. However, such abandonment requires sufficient, overlapping use for the 
public to cease recognizing the mark as an indicium of one, unique commercial source. A plaintiff who 
abandons trademark rights is no longer able to win an infringement suit against any alleged infringer. In 
contrast, laches is personal to a particular defendant.® 


Acquiescence requires a mark holder to affirmatively indicate willingness to allow defendant's use of the 
mark, failure to assert mark-rights for an unreasonable period of time, and resulting prejudice to the 
defendant.$ The affirmative indication of consent to defendant's apparently infringing use of the mark 
distinguishes acquiescence from laches. However, in a few cases, consent to use of the mark has been 
implied, thus blurring the line between acquiescence and laches.2 


Equitable estoppel occupies a hazy space between laches and acquiescence. As with the other equitable 
doctrines, the defendant must show unreasonable delay and prejudice. The third element is a misleading 
communication from mark holder to defendant which leads defendant to infer that plaintiff will not enforce 
its mark rights against the defendant. The misleading communication must be made in a situation where 
plaintiff knows the facts regarding defendant's use of the mark.® 
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§ 3. Infringement litigation—Relationship to statutes of limitations 


The federal trademark statute, the Lanham Act as amended, does not include a statute of 
limitations. Courts take one of two approaches to this omission. Some borrow the statute of 
limitations of the most analogous state statute. Others use that state statutory period to set a 
presumption for laches- a plaintiff's wait to bring suit is presumed not to be unreasonably long if 
within this period; it is presumed to be unreasonably long if it is outside this period.? In general, 
a federal court will refer to the statutes of limitation of the forum state.* Some courts have 
discussed the presumption in terms of the burden of proof: stating that the proponent of the 
defense has the burden of proving it when the time-delay is less than the analogous state 
statute of limitations, but that the opponent of the defense has the burden of disproving it when 
the time-delay is longer than the analogous state statute of limitations.* 


In a suit alleging infringement of a mark, for purposes of this presumption set by the statute of 
limitations of the most analogous state statute, the period is six years pursuant to the law of 
New Jersey, New York," and Pennsylvania.’ Four years is set by the law of California? and 
Georgia.“ The period is three years when the applicable law is that of 

Connecticut, Delaware, Illinois, Michigan, Tennessee, Washington state, and 
Wisconsin.“ Ohio law allows only two years, :? as does the Virgin Islands.:? The rule pursuant to 
Oregon law seems unsettled, it may be either two or 10 years.?? 


According to some authority, a presumption of laches may be overcome in any of three ways: 
rebutting the presumption of prejudice; demonstrating sufficient excuse for the delay; or 
"establishing the defendant engaged in conduct so egregious that it changes the balance of the 
equities in the plaintiffs favor."** 


S 4. Infringement litigation—Laches as foreclosing product expansion 


In a few cases, federal courts have held that laches may prevent a senior mark user from 
challenging the junior user's expansion of the mark into a related field because of the lengthy 
time period during which the senior user knew of, but did not challenge, the junior user's use of 
the mark as infringement in the original area of commerce. In these cases, where the junior user 
began using the same mark in a related field before the senior user entered this second, but 
related field, the junior user was held to be protected by laches, even though the period during 
which the senior user did not challenge this use in the second area was itself too short to 
constitute laches. 


The leading case on this twist of “laches” is Patsy's Brand where allowing the junior user to call 
its restaurant "Patsy's," led to the senior user's loss of the rights to "Patsy's" for sauce. In that 
case, the Second Circuit explained that 


[flor several decades, the Defendants have accepted the existence of Patsy's Italian Restaurant 
operating in New York City with a name similar to that of Patsy's Pizzeria. Having done so, they 
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cannot now prevent those associated with Patsy's Italian Restaurant from now selling sauce 
under a label that builds on the goodwill associated with the name of that restaurant, and 
preserve for the Pizzeria the right at some later time to use its goodwill to market its sauce.* 


The timeline was as follows: senior user/defendant (I.O.B. Realty, Inc., doing business as 
Patsy's Pizzeria) opened for restaurant services in East Harlem, New York City, New York, 
during 1933.2 Plaintiff/junior user (Patsy's Brand, Inc., doing business as Patsy's Restaurant) 
opened for restaurant services in the mid-town Manhattan section of New York City, New York, 
in 1944. Defendant never complained about plaintiff's use of PATSY'S for restaurant services. In 
1993, plaintiff started marketing jars of PATSY'S pasta sauce through retail food stores and on 
the Internet; the brand grew to sales of over $1 million annually. In 1996, defendant started 
offering jars of PATSY'S pasta sauce at its restaurant locations (which had multiplied to about 
six); the sales volume remained small. Patsy's Brand filed suit on multiple claims in 1999 in the 
Federal District Court for the Southern District of New York. In 2001, on cross-motions for 
summary judgment, the trial court entered judgement for Patsy's Brand, permanently enjoining 
I.O.B.'s use of its sauce label, use of “Patsy's” for pasta sauce and any other packaged foods, 
and identification of its restaurant as "Patsy's" or "Patsy's Restaurant."? The Second Circuit 
affirmed, but narrowed the injunction, allowing the defendants to continue the long-existing 
names for its restaurants and allowing reference to Patsy's Restaurant on labels for packaged 
foods.’ 


§ 5. Infringement litigation—Laches as defense—Procedural issues 


Trademark infringement claims may be filed in either federal or state court, whether they invoke 
the federal Lanham Act or not.- 


Laches is an affirmative defense to infringement of mark rights under both federal and state 
law. Therefore, the proponent of laches must timely plead the defense and bears the burden of 
proof.? However, in those jurisdictions where an analogous state statute of limitations creates a 
presumption for or against laches, the party disfavored by the presumption is said to have the 
burden of proof on laches.‘ In at least one case, (where the facts were complicated by disputes 
over mark transfers) a mark holder raised laches as a defense against an infringer; the federal 
appellate court did not reach the issue of whether laches was available in such a procedural 
posture as the defense failed on other grounds.? 


The Ninth Circuit applies a hybrid standard of review to a district court's conclusions regarding 
laches. The availability of laches as a potential defense in the type of action at bar is reviewed 
de novo; however, the application of laches to the facts is reviewed for abuse of discretion. The 
date from which delay is calculated is also reviewed de novo by the Ninth Circuit.2 


In other circuits, including the Eighth and Fifth Circuits, all laches issues are reviewed for abuse 
of discretion. Other jurisdictions consider laches a mixed issue of law and fact.? 
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As an equitable issue, laches is determinable by the court. However, if material facts are in 
dispute, it may be submitted to the jury.*2 


§ 6. Infringement litigation—Laches as defense—Beginning of delay period 


To consider a laches defense, one needs to calculate the period of delay. The date suit is filed 
is routinely accepted as the end of this period. The beginning of the period, however, is 
commonly disputed. The basic rule is that the plaintiff's delay starts from when it knew, or 
should have known, of the alleged infringement. Some courts explain this point in terms of the 
plaintiff being chargeable with knowledge of the defendant's infringement if the plaintiff had 
either actual or construction notice thereof; constructive notice exists when plaintiff “could have 
discovered the relevant information had due inquiry been made.” (“[T]he law is well settled that 
where the question of laches is in issue the plaintiff is chargeable with such knowledge as he 
may have obtained upon inquiry, provided the facts already known by him were such as to put 
upon a man of ordinary intelligence the duty of inquiry”; dispute over mining rights). 


Illustrations: 


A manufacturer of women's apparel began using the trademark “JORDAN?” in 1979. It obtained federal 
registration of the mark for items of female clothing in 1998. Nike, the leading sports and fitness firm, 
began a business relationship with basketball star Michael Jordan in 1984. Articles endorsed by Michael 
Jordan were routinely advertised using his name, for example, the Jordan Pullover; in 1997, Nike created 
an internal business unit devoted solely to products endorsed by Michael Jordan. The manufacturer sued 
Nike and Michael Jordan for, inter alia, trademark infringement in October 1999. On cross-motions for 
summary judgment, the trial court granted judgment to defendants on plaintiff's claims on the sole ground 
of laches. Because of the magnitude of Nike's advertising of its Michael Jordan-endorsed products, the 
district court found that the plaintiff was on constructive notice of the allegedly infringing conduct by no 
later than 1990, perhaps as early as 1985. The Seventh Circuit affirmed, pointing out that a mark holder 
has constructive notice of information it would have obtained by reasonable inquiry.? 


However, a court denied defendant's motion for summary judgment based on laches where defendant 
asserted that plaintiff should have seen the large sign on its nearby store front about a decade before 
filing suit. The storefront at issue was only 0.1 miles from one of plaintiff's locations, and the name on the 
sign was identical to plaintiff's mark. The court saw disputed issues of material fact regarding notice 
because at the time of the suit, defendant's storefront did not have a sign outside; the area including both 
locations was a crowded garment district full of hundreds of small, difficult to locate premises; defendant 
was a tiny firm with only nine employees; and no documents had alerted plaintiff to the existence of the 
defendant's firm.4 


A dairy association began using the mark “TILLAMOOK” for cheese in 1918. It received its first federal 
registration for that mark in 1921. In 1975, a member of the association informed one of the association's 
officers of an intention to begin marketing smoked meat under the name “TILLAMOOK COUNTY 
SMOKER,” the officer did not object. The meat firm began distribution in 1976 and gradually expanded its 
business. The dairy not only failed to object, it included some of the meat firm's products in its mail-order 
catalog. In September 2000, the dairy sent a cease-and-desist letter to the meat firm. The meat firm filed 
a declaratory judgment suit. In 2002, the dairy filed counterclaims for, inter alia, trademark infringement. 
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The federal district court granted the meat firm summary judgment as to some of the marks at issue 
based on laches; the federal court of appeals affirmed. The reviewing court rejected the dairy's assertion 
that the delay period should start no earlier than 1998, when the meat firm began major distribution 
through the dairy's own primary marketing channel, supermarkets. The Ninth Circuit started the clock in 
1976. The circuit explained that the dairy should have known that confusion was likely because the 
parties' products were complimentary, the meat firm had always used “TILLAMOOK COUNTRY 
SMOKER’ on its products, and the dairy had included the meat firm's products it is own catalog, factory 
store, and website.® 


However, the period starts from the mark holder's notice of infringement of its mark, not from its 
learning that another is using an arguably similar mark. Therefore, if the matter at issue is not 
protectable without secondary meaning, i.e., until the public recognizes the matter is an 
indication of one unique commercial source,’ the period does not start until secondary meaning 
may exist. Similarly, if the second party's use is not likely to cause confusion, the laches period 
does not begin. For purposes of setting the point at which delay begins for the purpose of 
laches, the question of when the mark holder has a colorable claim against the alleged infringer 
is determined by an objective standard.? 


S 7. Infringement litigation—Laches as defense—Notice to alleged infringer 
of mark holder's objections 


Some cases have refused to recognize prejudicial delay because the party asserting laches had 
actual notice of the opposing party's objections. Knowing of the objections, any investments 
made in the mark at issue were done with knowledge of the risk that the objecting party would 
file, and win, an infringement suit. Furthermore, actual notice of such objections to a 
predecessor-in-interest may be sufficient. In essence, the end of any “delay” period is when the 
alleged infringer was given actual notice of the objection - by use of a cease-and-desist letter or 
by the filing of an opposition to an application for registration before any trademark office. For 
example, where the foreign corporation which distributes “CRISTAL” champagne filed 
oppositions to applications to register “CRISTALINO” for a sparkling wine in both Spain and 
Colombia, the successor-in-interest to the Cristalino brand was on actual notice that objections 
would be raised to use of that mark in the United States.* 


However, in other cases the courts have found the mark holder's actions insufficient. For 
example, despite reliance on attorney's advice that infringement did not exist, two cease and 
desist letters sent over a 14-year period were ruled insufficient to block a laches defense.? 


§ 8. Infringement litigation—Laches as defense—Unreasonable length of 
delay period 


In many jurisdictions, the length of the delay is presumptively unreasonable where it is longer 
than the statute of limitations for the most analogous state cause of action.* If a state-law cause 
of action is at issue, and the cause of action has a set statute of limitations, a length of time 
shorter than the officially set statute of limitations is incapable of supporting a laches defense 
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absent extraordinary equities.2 Using laches to shorten a statute of limitations may be seen as 
judicial rejection of the legislature's power, i.e., a violation of separation of powers principles.? 


Courts disagree as to whether the pendency of an opposition before the T.T.A.B. tolls the period 
of delay.^ 


Other circumstances seemingly effect the amount of time sufficient to constitute laches; some 
jurisdictions teach a multifactor approach.? Periods of time less than two years have 
overwhelmingly been held too short to constitute laches. Some cases have ruled insufficient 
approximately two years, three years, and between four and five years.? 


Sufficient delay has been recognized when the laches period reached five years, '? was between 
four and nine years, and reached 12 years. 


S 9. Infringement litigation—Laches as defense—Excuses for delay 


At least some length of delay between notice and suit may be excused.* One excuse, 
progressive encroachment, is discussed in the next section.? 


Negotiation with the alleged infringer may be accepted as an excuse. For example, in one case, 
the plaintiff's five-year delay was excused in full because the plaintiff spent the five years "in 
constant communication" with the defendant, attempting to work out a settlement and, 
simultaneously, warning the defendant repeatedly of its objections to the defendant's current 
mark-use.? 


In contrast, summary judgment of laches was granted to the party asserting the defense where 
the mark holder sent a cease-and-desist letter on March 8, 1993 and again on December 13, 
2001, but did not file suit until 2007. The analogous state statute of limitations was three 
years.* The court stated that the mark holder's asserted assumption that its letter had been 
complied with was unreasonable, especially in relation to the second letter.* 


Another court rejected a laches defense where the plaintiff knew of the original infringing activity 
sometime between 2004 and 2006, but did not sue until 2010. The analogous state statute of 
limitations was only two years. However, the plaintiff was excused from the delay because it 
entered into a supply contract with the alleged infringer (which included a noncompetition 
agreement) and, therefore, reasonably believed that likelihood-of-confusion had been 
prevented. In 2009, the plaintiff discovered that the alleged infringer was (seemingly in breach of 
the supply contract) manufacturing and distributing directly competing products under the 
trademark at issue. Plaintiff filed suit less than two years after this discovery. The court 
considered the delay from 2004 to 2009 to be excused, noting that "[a] reasonable businessman 
should be afforded some latitude to assess both the impact of another's use of an allegedly 
infringing trademark as well as the wisdom of pursuing litigation on the issue.”° 


Page 11 of 84 


A small businessman learned in 1993 that the City of Chicago was using the same service mark 
as he was for the same service: “GRAFFITI BLASTERS’ for cleaning the outside walls of 
buildings. He did not notify the City of his objections until sending an attorney-drafted cease and 
desist letter in 1997. The City promptly replied negatively. Nevertheless, the business man did 
not file suit until 2007. The analogous state statute of limitations was three-years. The court 
rejected plaintiff's proffered excuse that he had been unable to locate a suitable attorney." 


War has been accepted as an excuse for delay,® as has the complexity of suing for infringement 
when complicated by the Trading With the Enemy Act.? At least one plaintiff has been excused 
for delaying suit while defendant was undergoing bankruptcy proceedings.'? 


§ 10. Infringement litigation—Laches as defense—Excuses for delay— 
Progressive encroachment 


Because “[a] reasonable businessman should be afforded some latitude to assess both the 
impact of another's use of an allegedly infringing trademark as well as the wisdom of pursuing 
litigation on the issue,” when the encroachment on the mark holder's rights gradually expands 
(to encroach more drastically upon the mark holder's business interests), some amount of delay 
is excused pursuant to the doctrine of progressive encroachment. As in most trademark 
doctrines, the factual details are key. According to one formulation, progressive encroachment 
requires proof that: 


(1) during the period of the delay the plaintiff could reasonably conclude that it should not bring 
suit to challenge the allegedly infringing activity; (2) the defendant materially altered its infringing 
activities; and (3) suit was not unreasonably delayed after the alteration in infringing activity.2 


Practice Tip: 


The analysis of progressive encroachment as mitigating the length of delay in asserting rights in a 
trademark is the same for laches as for the distinct affirmative defense of acquiescence.? Therefore, 
cases on progressive encroachment in relationship to one of these affirmative defenses can be used to 
support arguments in cases involving the other affirmative defense.* 


The Sixth Circuit explained the concept of progressive encroachment in Kellogg v. Exxon.? In 
the 1950s, both Kellogg and Exxon's predecessor-in-interest began using a cartoon tiger: the 
former for cereal and related food for human consumption; the latter for petroleum products. 
The firms understood that these disparate uses of a similar mascot were compatible despite 
both firms having large international presences. Therefore, Kellogg did not oppose Exxon's 
applications to register its tiger as a trademark for petroleum products. The appearance, 
personality, and use of Exxon's tiger changed several times. At some point in the 1980s, Exxon 
began using a cartoon tiger (as opposed to the live tiger it had introduced earlier) in relationship 
to convenience stores located at Exxon gasoline stations. During the 1990s, Exxon's use of the 
cartoon tiger increased "dramatically" and expanded into promotions of specific food items sold 
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at such convenience stores. Nevertheless, in 1992, when Kellogg complained about use of the 
cartoon tiger and requested samples of its use in the United States, Exxon omitted any 
examples of use for food items or for its “Tiger Mart” stores. In 1994, Kellogg sued Exxon over 
use of the tiger in Canada. Kellogg unsuccessfully attempted to broker a global tiger settlement 
in 1994-95. In March 1996, the U.S.P.T.O. published for opposition Exxon's application to 
register the cartoon tiger for convenience stores; Kellogg filed an opposition. On October 7, 
1996, Kellogg filed a lawsuit against Exxon's use of the tiger in the Western District of 
Tennessee. The trial court granted summary judgment to Exxon, inter alia, on its affirmative 
defense of acquiescence and against Kellogg's claim of progressive encroachment. The Sixth 
Circuit reversed and remanded on these two issues, as well as others.2 


Regarding progressive encroachment, the Sixth Circuit explained that it was not a separate 
claim, but a doctrine which recognized mark holder's problems in deciding when to file 
infringement lawsuits. Such suits could only be won if the mark holder showed likelihood of 
confusion (which was increased by, e.g., proximity of the channels of trade, methods of 
advertising, and products for which the mark was being used). However, delay in filing suit 
might support equitable defenses. Therefore, progressive encroachment allowed excuse of 
delay (or postponed the point from which delay was calculated) by overlooking earlier use of the 
disputed mark if the mark holder begins suit when the defendant's allegedly infringing use 
becomes more squarely in competition with the plaintiff, though the doctrine is available even 
when head-to-head, direct competition never eventuates. 


In other words, progressive encroachment allows the plaintiff to demonstrate that although it 
might have been justified in bringing suit earlier but did not, certain factors now exist that have 
prompted it to do so. 


[Courts] ... recognize[ ] that implicit in a progressive encroachment analysis is an inquiry into the 
likelihood of confusion between the parties' marks. * * * 


[P]rogressive encroachment analysis turns not on the single question of direct competition, but 
rather, on the likelihood of confusion resulting from the defendant's moving into the same or 
similar market area and placing itself more squarely in competition with the plaintiff. This 
approach is consistent with the principle that the touchstone of liability for trademark 
infringement is the likelihood of confusion .... In evaluating a plaintiffs claim of progressive 
encroachment, a court must perform a likelihood of confusion analysis, informed by factors such 
as whether the defendant has brought itself more squarely into competition with the plaintiff, 
whether the defendant has made changes to its mark over the years so that it more closely 
resembles plaintiff's mark, whether the parties market to the same customers or area, and 
whether the parties sell products interchangeable in use.? 


Therefore, Kellogg's failure to oppose Exxon's registration of a cartoon tiger for petroleum 
products was not dispositive. Kellogg was not required to sue to stop use of the tiger for such an 
unrelated product in order to protect its rights to a tiger for food products. Since a factual dispute 
existed over when Kellogg was put on notice of Exxon's use in the United States of a cartoon 
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tiger as a trademark or service mark for offerings more related to Kellogg's food products, 
further fact finding was required on remand.-2 


Courts reject progressive encroachment excuses for delay in bringing suit when they do not see 
sufficient escalation of the likelihood of confusion. For example, when a manufacturer of 
"JORDAN" brand women's clothing sued Nike over use of “JORDAN” for products endorsed by 
Michael Jordan, the creation of a separate Nike division to handle all Michael Jordan endorsed 
products (as opposed to each item being handled by the division responsible for the type of 
product at issue) was ruled to be an insufficient change to constitute progressive encroachment. 
The organizational change did not place Nike in more direct competition with the plaintiff. + 


In a case involving firms offering Internet services, both the trial and appellate court rejected the 
defendant's laches defense, but they disagreed on the mode of analysis. The trial court did not 
presume the validity of the defense because it considered the addition of DSL (a faster method 
of connecting to the Internet than dial-up) to the defendant's services sufficient to support 
progressive encroachment (thus rendering the delay within the analogous state statute of 
limitations period). The reviewing court considered likelihood of confusion to have been 
sufficiently apparent at an earlier period when both firms offered Internet access, e-mail, and 
web hosting in the same geographic area under similar names (thus triggering a presumption of 
laches) .12 


In a case involving two financial institutions, the reviewing court found laches unavailable as a 
matter of law because of progressive encroachment. The plaintiff was excused from suing the 
smaller defendant until the defendant had expanded its geographic market area into plaintiff's, 
had increased the number of its branches, had increased the extent of its advertising, and had 
raised the profile of its advertising by using media not limited to small localities. Plaintiff had not 
delayed unduly after these changes occurred.:? 


Progressive encroachment was held unavailable to mitigate one firm's 14-year delay in suing a 
competing cheese distributor. Mere increase in sales was insufficient. While the alleged- 
infringer may have changed its geographic distribution, it had been present in plaintiff's 
distribution area throughout the time period. Even though defendant's mark had changed, all 
versions included the one word to which plaintiff objected. Therefore, the court concluded that 
the highlighted changes had not increased the likelinood-of-confusion.“ 


S 11. Infringement litigation—Laches as defense—Prejudice 


To prove a laches defense, the alleged infringer must show prejudice: a change in position 
taken in reliance on lack of challenge to use of the trademark. Prejudice usually involves either 
investment in the trademark or loss of evidence. Mere continuation in business without changing 
the mark is generally insufficient." One appellate opinion insists that “any prejudice is sufficient, 
including an increase in potential damages or a loss of evidence," nevertheless specifying that 
in the case at bar prejudice exists in the form of lost witnesses, failing memories, and the 
increased cost of defending an infringement suit.2 According to some authority, prejudice is 
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assessed on a sliding scale in indirect proportion to the mark holder's delay in asserting its 
rights: the shorter the delay, the greater the required showing of prejudice.? 


Observation: 


At least in the Third Circuit, a delay longer than the analogous state statute of limitations creates a 
presumption of prejudice.* 


Unavailability of previously existing evidence may be accepted as prejudice. Important 
witnesses may no longer be available.* 


Investment in the now-challenged trademark is prejudice. As with most factual matters, courts 
may be more or less demanding of specificity. Prejudice is not shown by business expansion 
where promotion does not feature the mark at issue.° 


Illustration: 


In one case involving a mark for sparkling wine, the party asserting laches relied in part on its investment 
of several years and several million euros on a new production plant. Nevertheless, the appellate court 
reversed the trial court's grant of summary judgment for defendant based on laches. Regarding the 
production plant, the reviewing court stated that no evidence showed the alleged infringer would not have 
invested in the plant absent the availability of the specific trademark at issue. Furthermore, the brand 
whose mark was at issue constituted only 9% of the plant's production. “When a defendant has invested 
generally in an industry, and not a particular product, the likelihood of prejudicial reliance decreases in 
proportion to the particular product's role in the business.”2 


However, in one suit alleging infringement of product-configuration trade dress,® the 10-year 
delay in filing suit resulted in prejudice because 


[t]he undisputed evidence establishes that plaintiffs did not allege that the Cut-N-Seal infringed 
plaintiffs’ trade dress rights until they filed the present suit in 2003. Between 1993 and 2003, 
Pampered Chef invested significant resources in developing and selling the Cut-N-Seal, which 
included traveling to Taiwan, producing millions of Cut-N-Seals, developing the three-and-a- 
half-inch version of the product, creating recipes, printing catalogs, and promoting the product. 
As in [other cases], had plaintiffs pressed their claims in a timely manner, Pampered Chef could 
have invested its resources in other areas or altered the Cut-N-Seal in a way that would have 
avoided the present suit. Thus, we agree with the trial court that the evidence is undisputed that 
Pampered Chef was prejudiced by plaintiffs' lengthy delay in bringing suit.? 


In a case involving a word mark, prejudice was shown by evidence that the defendant "spent 
tens of millions of dollars on advertising in an effort to build up name recognition and goodwill"; 
put advertisements using the disputed mark "in leading regional papers," and "steadily 
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increased its advertising budget over time, spending a few thousand dollars per year in the 
1970s, over 100,000 dollars per year by the late 1980s, and half a million dollars per year by the 
mid-1990s.":9 


S 12. Infringement litigation—Laches as defense—Intentional infringement 


Laches is an equitable defense and may not be used by someone who comes into court with 
unclean hands. For trademark infringement, the defense is unavailable if the alleged infringer 
acted in bad faith, meaning that the infringer knowingly used an infringing mark with the 
intention of trading on the mark holder's goodwill. “A defendant who intentionally infringes a 
trademark with the bad faith intent to capitalize on the markholder's goodwill lacks the clean 
hands necessary to assert the equitable defense."* Where the alleged infringer acted in good 
faith on the advice of an attorney, infringement is not willful; therefore, laches is an available 
defense.? Laches is not barred when mark holder can supply no evidence that defendant acted 
in bad faith and defendant provides evidence of a good faith basis for its choice of the allegedly 
infringing matter.? 


S 13. Infringement litigation—Laches as defense—Multi-factor balancing 
approach 


In some jurisdictions, laches is analyzed using a multi-factor balancing approach. For example, 
in the Ninth Circuit, the court first determines whether the delay is longer than the most 
analogous state-law statute of limitations. Second, the court considers the equity of applying 
laches using the E-Systems: factors: (1) strength and value of trademark rights asserted; (2) 
plaintiff's diligence in enforcing mark; (3) harm to senior user if relief denied; (4) good faith 
ignorance by junior user; (5) competition between senior and junior users; and (6) extent of 
harm suffered by junior user because of senior user's delay.? These factors go beyond the 
standard one or two element definition of laches? and provide flexibility to the analysis. Of 
course, review of a laches decision for abuse of discretion also supports flexibility.* 


The use of the factors may be illustrated by the Gigante case,? which upheld the district court's 
grant of summary judgment for defendant, Dallo & Co., on its laches defense. Plaintiff, Gruppo 
Gigante, was a 100-store chain of grocery stores largely located in Mexico. Defendant, Dallo, 
operated two stores, both in San Diego. Both parties operated their stores under the name 
Gigante, “giant” in Spanish. The time-line relevant to laches is as follows: Groupo opened its 
first Gigante market in Mexico City, Mexico in 1962. By 1991, Groupo had about 100 stores in 
Mexico, including six in Baja California, Mexico, of which two were in Tijuana, just south of San 
Diego. In August 1991, before Groupo had opened any stores in the United States, Dallo 
opened its first Gigante store in San Diego. In 1995, while considering whether to expand into 
the U.S., Groupo learned of Dallo's Gigante store in San Diego. In October 1996, Dallo opened 
a second Gigante store in San Diego. In 1998, Groupo met with Dallo to discuss use of Gigante, 
but no agreement was reached. In May 1999, Groupo opened its first U.S. store. By 2000, 
Groupo had three Gigante stores in the U.S., all in Los Angeles, California. In July 1999, Dallo 
sent a cease and desist letter to Groupo, complaining about its use of Gigante in Los Angeles. 
Gigante promptly sued Dallo in the federal District Court for the Central District of California. 
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The district court, on cross-motions for summary judgment, ruled that Groupo was the senior 
user but that its request to enjoin Dallo was barred by laches. The Ninth Circuit affirmed on 
laches, but vacated the priority conclusion and remanded for application of a newly enunciated 
standard.® 


Applying the E-Systems factors listed earlier in this section, the Ninth Circuit agreed with the 
trial court on all but one, and agreed with the trial court's conclusion in favor of Dallo. As to the 
strength and value of the trademark rights being asserted, “GIGANTE” is at most suggestive for 
a large store selling groceries plus general merchandise.“ As for the plaintiff's diligence, it 
waited four years after learning of Dallo's use of “GIGANTE.” It proffered three explanations for 
the delay, none of which was accepted by either court. First, it attempted to blame a third party 
whom Groupo had asked to set up an earlier meeting with Dallo. Second, it said that the first 
Dallo market had operated at a loss until at least 1998. But, even assuming that Groupo had 
known of Dallo's financial position at the time, it should also have known that Dallo had 
expanded by opening a second store in 1996. Third, it asserted that confusion became more 
likely only after it opened its first Los Angeles store, but that argument contradicts its insistence 
that it was famous enough to have trademark rights in the United States earlier.? Progressive 
encroachment had not occurred, Groupo had expanded to become close to Dallo, not vice- 
versa. The third factor is harm to the senior user if it is denied relief. Based on the existence for 
10 years of Groupo stores just over the Mexican border from San Diego, the district court saw 
no great threat of harm from refusal to enjoin Dallo, but stated that this would be reconsidered if 
Dallo expanded use of Gigante. The Ninth Circuit pointed out that the record included some 
evidence of actual confusion, but found the trial court's position a sensible balance. Regarding 
good faith by the junior user, no evidence demonstrated bad faith or even knowledge of 
Groupo's mark by Dallo at the time it opened its first Gigante store. The district court concluded 
that no evidence demonstrated competition between the junior and senior users because San 
Diego and Los Angeles are different market areas for retail grocery stores. The Ninth Circuit 
concluded, in contrast, that this factor favored Groupo because its Tijuana stores were 
geographically close enough to San Diego. The final factor, harm suffered by defendant 
because of plaintiffs delay, strongly favored Dallo. If Groupo had sued immediately upon 
learning of Dallo's use of “GIGANTE,” Dallo would have had to rename one four-year-old store, 
instead the plaintiff was now asking defendant to rename two stores with four-years more of 
good-will. On balance, therefore, the Ninth Circuit agreed with the district court that Dallo was 
entitled to summary judgment on its laches defense.? 


S 14. Infringement litigation—Laches as defense—Effect on monetary 
remedies 


Most courts hold that laches prevents award of monetary relief for pre-suit infringement.* In 
some cases, the relief has been granted only for infringing actions taken after the court's 
ruling. Prejudgment interest has also been denied.? 


Laches is less likely to prevent grant of monetary damages for infringement continued after 
plaintiff filed suit. 
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§ 15. Infringement litigation—Laches as defense—Effect on injunctive 
remedies 


The general rule is that laches bars monetary remedies but not injunctive relief. However, some 
jurisdictions add the caveat that an injunction may be refused if the plaintiff's actions were 
egregious.? 


Nevertheless, courts have refused injunctive relief where destroying the defendant's goodwill in 
the innocently used mark would be inequitable.? 


However, the key word in the above rule is innocently. Bad faith infringement will be enjoined 
regardless of laches.^ 


Furthermore, the court will consider the public interest in not being confused or misled in the 
marketplace. Therefore, where confusion is not merely likely, but inevitable, an injunction may 
be entered.? However, in some circuits, inevitable confusion overcomes laches only when "the 
product is harmful or otherwise a threat to public safety and well being.”® 


Some courts balance the public and private equities by granting carefully limited injunctive 
relief." 


S 16. Administrative procedures in U.S.P.T.O.; overview 


One may use a trademark in the United States without registering it with any governmental 
entity whatsoever. However, certain benefits spring from obtaining a registration of one's mark 
on the Principle Register administered by the trademark side of the United States Patent and 
Trademark Office, which is within the Department of Commerce. The Trademark Trial and 
Appeal Board (hereinafter "T.T.A.B." or "Board") is the administrative tribunal which deals with 
trademark registration disputes. Among the types of disputes which are adjudicated by the 
T.T.A.B. are oppositions and cancellations, two types of inter partes procedures. When one 
applies for a registration on the principle register, if the U.S.P.T.O. examiner who handles the 
application sees no reason to deny the application, notice of the application will be published in 
the Official Gazette of the U.S.P.T.O. 


An opposition begins if someone with a personal stake in the matter sought to be registered files 
papers attempting to block the application after it has been published. If a registration has been 
issued, someone with a personal stake in the matter may file a petition to have that registration 
cancelled on grounds allowed by statute. The available grounds narrow considerably once the 
registration has become incontestable (five years after registration in most circumstances). 
Laches is an available defense in oppositions and cancellation proceedings. While federal 
courts may hear cancellations (if combined with other claims), only the T.T.A.B. may adjudicate 
an opposition in the first instance. A final decision of the T.T.A.B. is appealable to a federal 
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court, most commonly (though not exclusively) the Federal Court of Appeals for the Federal 
Circuit. A T.T.A.B. decision cancelling, or refusing to issue, a federal registration for a mark 
does not prevent the mark's use; only a judicial court may enjoin a mark's use.* A T.T.A.B. ruling 
on laches is reviewed on appeal to a federal court for abuse of discretion.2 


§ 17. Availability of laches defense in registration disputes 


The U.S.P.T.O. is allowed, but not required, to apply equitable principles in inter partes 
registration disputes.t The T.T.A.B. considers laches only when the basis of the claim (in the 
opposition or petition for cancellation) is personal to the petitioner; it rejects application of laches 
when the public's interest is high. Laches is, therefore, not applicable when the claim is any of 
genericism,? lack of distinctiveness,? status as mere ornamentation rather than indication of 
commercial origin, deceptiveness or deceptive misdescriptiveness,* primarily merely a 
surname,? functionality," fraud on the U.S.P.T.O.,? abandonment,? or failure to control use of a 
certification mark.:9 


Laches is available if the claim is any of nonuse,” false suggestion of a connection (absent 
misrepresentation or deceit),* likelihood of dilution? or likelihood of confusion. 


Observation: 


Laches was an available defense in a cancellation based on disparagement,‘ but the Supreme Court 
held that this basis for rejecting an application for a registration or for cancelling a registration violates the 
First Amendment.:$ 


However, where the claim is likelihood of confusion, a laches defense, even if proven, is 
bootless if the confusion is inevitable, rather than merely likely. Proving inevitable confusion 
requires a higher showing than does likelihood of confusion. In general, the T.T.A.B. recognizes 
inevitable confusion only when both the marks and the goods/services for which the marks are 
registered are identical (or nearly so).+® 


Illustration: 


The T.T.A.B. found that the marks "BROOKLYN" and "BROOKLYN BREWERY’ were not "nearly 
identical" to “BROOKLYN BREW SHOP.”!2 


§ 18. Proof of laches in relationship to federal registrations 


The elements of laches in registration disputes are unreasonable delay and resulting prejudice. 
The party asserting the defense bears the burden of proof. Laches must be pled as an 
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affirmative defense.2 The delay and prejudice must be tied to the existence of the federal 
registration, not use of the mark in commerce.? However, the registrant is not required to prove 
that it relied on petitioner's delay.* 


Because registration on the Principle Register is constructive notice, the period of delay begins 
when a mark is registered on the Principle Register. Registration on the Supplemental Register 
is not constructive notice. However, if the party attacking the registration (or application thereof) 
has actual notice before the mark is registered, the delay clock starts when the application is 
published in the Official Gazette of the U.S.P.T.O. (as notice to those who might wish to file 
oppositions). The T.T.A.B. considers approximately three years sufficient delay to support 
laches.* Because of the need for delay from a point no earlier than the registration's publication 
for opposition, laches is unlikely to be raised in an opposition. However, if applicant has a prior 
registration for substantially the same mark and goods, laches may be asserted with the delay 
period starting from the registration (or publication for opposition) of the earlier mark.? While 
some exceptions have been made, failure to file an opposition to the original application to 
register a mark is generally not considered unreasonable delay creating a laches defense to a 
petition to the cancel the registration. Failure to object to one application to register is not 
generally considered delay regarding a different registration by the same party, even if the 
marks and the goods/services for which they are listed are similar; however, such delay does 
count if the two marks are almost identical. 


Prejudice may be economic or evidentiary. The Court of Appeals for the Federal Circuit rejected 
the T.T.A.B.'s attempt to require specific facts regarding reliance and expenditures to support 
economic prejudice. Mere continued commercial use of the mark over the period of delay is 
sufficient, especially when the delay is extensive.*2 


Evidentiary prejudice “may occur when the defendant's ability to raise a defense has been 
hampered due to the passing of time (e.g., the loss of documents, unavailability of witnesses, 
fading memory of witnesses, etc.).":? 


While the T.T.A.B. recognizes progressive encroachment as an excuse for delay, change in 
business size is usually unimportant; the Board focuses on change in the products or services 
for which the mark is registered. Therefore, expansion of a business in the marketplace is not 
progressive encroachment if the alleged changes all fit within the description of goods or 
services listed on a preexisting registration.‘ Furthermore, the T. T.A.B. does not always excuse 
delay when progressive encroachment is proven; it balances the equities in each case.-5 


Il. Elements of Proof 


S 19. Elements of proof 


The elements of the affirmative defense of laches are unreasonable delay by plaintiff in 
asserting the rights at issue and undue prejudice to the defendant. 
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When laches is invoked as a defense to a claim of infringement, the factual issues involve the 
defendant's use of the disputed mark in the marketplace: 


e Delay 
o * beginning of period 
= » plaintiff has actual knowledge of defendant's use 
= * actual confusion 
= * observes defendant's use 
= e obtains search report; or 
= » plaintiff should have known of defendant's use 
= e notorious advertising 
= e geographic proximity to plaintiffs business 
= e direct competition 
= » and, defendant's use appeared to be infringing 
o* end of period 
= » plaintiff sues 
e Delay is unreasonable 
o* longer than most analogous state-law statute of limitations 
o* unexcused by, for example: 
= o progressive encroachment 
= o continuous attempts to settle dispute 
= o war or other interruption of marketplace 
= o reasonable belief that defendant had ceased infringing activity 
e Prejudice to defendant 
o* investment into business using disputed mark 
o* investment into value of mark itself 
o* loss of evidence regarding alleged infringement 
e When the dispute is an inter partes proceeding before the T.T.A.B., the delay and 
prejudice involve registrations on the Principle Register of the U.S.P.T.O. 
o° delay begins 
= o when mark is registered, or 
= o when mark is published in the Official Gazette of the U.S.P.T.O., if 
the plaintiff has actual knowledge 
o* delay ends when plaintiff files an opposition or petition for cancellation with 
the U.S.P.T.O. 
o * lack of excuse for delay 
= o progressive encroachment must involve goods or services not 
covered by the defendant's registration 
o° prejudice 
= » investment in goodwill tied to mark 
= » loss of evidence related to dispute 


Ill. Sample Documents 
S 20. Hypothetical 


John M's Sons, Inc. (hereinafter “JM”) owns and operates a chain of approximately 15 dry 
cleaning stores which offer deluxe pick-up and delivery service.* The original storefront opened 
in Big City, That State in [year thirty]. Starting in [year thirty-one], JM began offering additional 
concierge services through its pick-up and delivery system. The first offerings were boxed floral 
designs (live and artificial) created by AB Florist Co. By [year thirty-eight], JM had pick-up and 
delivery arrangements involving many types of products, including floral designs, deluxe desert 
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platters, deluxe appetizer platters, clothing alterations, rented gaming equipment, and cook-it- 
yourself deluxe dinner boxes (which included written instructions, down-loadable video 
instructions, and all ingredients needed for a meal for up to six people). In November, [year 
thirty-nine], JM began advertising its imminently forthcoming deluxe grocery delivery service 
being offered in partnership with the high-market grocery chain AB&C, Ltd. The grocery service 
was offered under the name “Sons Eat the Alphabet” with a logo of three children eating 
alphabet cookies. In much of the promotional material, “Sons Eat the Alphabet” was shortened 
to “Sons Eat.” The logo was often simplified to just show three alphabet cookies (an A, a B, and 
a C) in a semicircle below “Sons Eat." The Sons Eat service became available in March of [year 
forty]. By the end of [year forty-three], JM' income from Sons Eat represented over 4096 of JM's 
gross income. 

Early in [year forty-five], JM received a cease and desist letter from Suns Eatery, Inc. of Here 
State (which borders on That State).? JM responded with a letter from its attorney.? Suns Eatery 
filed suit in the Federal District Court for the Northern District of That State on March 10, [year 
forty-nine] for service mark infringement pursuant to both federal and state law.* The Complaint 
did not assert infringement by “John M.'s Sons,” by "Sons Eat the Alphabet,” or by the logo 
picturing children with alphabet cookies; it accused only the service marks “SONS EAT,” and 
the logo with this phrase above a semi-circle formed by the letters A, B, C. JM's Answer raised 
the affirmative defense of laches.? The Honorable Susan W., the judge assigned to the case, 
ordered plaintiff to file a pleading responding to the affirmative defense.° 

Practice Tip: 

The federal rules do not allow a pleading to be filed in response to an affirmative defense (as opposed to 
requiring one to a counterclaim made in defendant's Answer) without the court so ordering. If no such 
responsive pleading is filed, the matter included in the affirmative defense is deemed denied. However, 
the court may order such a pleading to help narrow the issues early in the case. Reasonable counsel may 
choose to request the court to order a response to an affirmative defense for the same reason. 


The Fourteenth Circuit has held that the analogous state-law statute of limitations in both Here 
and That is four years. 
S 21. Cease and desist letter 


January 15, [year forty-five] 

W., T. & R. PLLC 

1234 Legal Lane 

North City, Here 11111 

Mildred T., Esq. 

File: MT45-SE-006 

John M's Sons, Inc. 

333 Third St. 

Big City, There 22222 

Chief Operating Officer: 

On behalf of my client, Suns Eatery, Inc., | regret to inform you that your Sons Eat The Alphabet 
service is unlawfully infringing on my client's service marks. My client has evidence of numerous 
instances of actual confusion caused by such infringement. The primary trigger for these 
instances of confusion seems to be your client's use of “SONS EAT” with or without 
representations of the letters A, B, and C arranged in a semi-circle below the words. 

For decades, Suns Eatery, Inc. has been using a logo consisting of the words SUNS EATERY 
with line-drawings of three suns arranged in a semi-circle above the words and line-drawings of 
three fortune cookies arranged in a semi-circle below the words. Suns Eatery, Inc. holds several 
federal registrations for variations of this service mark and logo. See [registration numbers 
omitted]. Most of these registrations are incontestable. 
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On behalf of my client, | must insist that you immediately and permanently cease and desist all 
use of “SONS EAT” without “THE ALPHABET” in immediate proximity and the same or larger 
font. 

Absent prompt assurance of your compliance, | will advise my client to sue for violations of its 
rights pursuant to federal and state law. 

Mildred T., Esq. 


§ 22. Response to cease and desist letter 


Feb. 1, [year forty-five] 

Matthew F., Esq. 

E., F. & G., PLLC 

34 Advocate Ave. 

Big City, There 22222 

File: MF45-JMS-01 

Mildred T., Esq. 

W., T. & R. PLLC 

1234 Legal Lane 

North City, Here 11111 

Your file: MT45-SE-006 

Counselor: 

In response to your letter of January 15, [year forty-five] to my client John M.'s Sons, Inc., 333 
Third St., Big City, There 22222, kindly note that | represent John M.'s Sons, Inc. Therefore, all 
future letters and other communications from your office to John M.'s Sons, Inc. should be 
addressed to me at this office. 

Thank you for bringing your client's concerns to our attention. John M.'s Sons has an 
unbreakable policy of respecting the rights of others, including those over intellectual property. 
John M.'s Sons has never knowingly or intentionally infringed on the intellectual property rights 
of any other person, including those of your client. 

On behalf of John M.'s Sons, | will investigate the matters discussed in your letter and discuss 
your concerns with my client. 

Sincerely, 

Matthew F., Esq. 


§ 23. Pleading affirmative defense of laches in Answer to Complaint 


[Caption and Answer's response to paragraphs in the Complaint omitted] 
|. First Affirmative Defense: Laches 

q 85. John M.'s Sons, Inc. (hereinafter “JM”) was founded by John M., Jr., Arron M., and Bret M. 
in [year thirty] to continue the dry-cleaning business operated for several decades as a sole 
proprietorship by their father John M., Sr.; 

§ 86. Since no later than [year thirty-two], JM has been expending considerable effort in locating 
and forming business arrangements with other purveyors of high-quality services and products; 

4 87. JM began expanding its offerings by delivering and picking up other deluxe products no later 
than [year thirty-four] using the trade name John M.'s Sons; 

4 88. JM began discussions with AB&C, Ltd. about such an arrangement in early [year thirty-nine]; 

q 89. AB&C, Ltd. is a grocery firm well known for its provision of the highest quality products; 

4 90. AB&C, Ltd. has used alphabet logos since at least [year zero], 

J 90. The name “Sons Eat the Alphabet” was created to invoke both the name of John M.'s Sons 
and AB&C's well-known alphabet logos; 

8 91. JM began using “Sons Eat” with and without the logo consisting of cookie-letters A, B, and C 
no later than January, [year forty]; 
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§ 92. JM began using the shorter trade-name and less complex logo both to increase the visibility 
of its marks and to emphasize the business's tie to AB&C, Ltd.; 

«| 93. The only persons who are or have ever been officers of JM are John M., Jr., Arron M., Bret 
M., and Linda Howard M. (the wife of John Jr.); 

€ 94. None of John M., Jr., Arron M., Bret M., or Linda Howard M. knew of the existence of Suns 
Eatery, Ltd. before receipt of the cease and desist letter dated January 15, [year forty-five], sent 
on Suns Eatery's behalf by Mildred T.; 

4 95. No communication was received by JM from or purporting to be sent on behalf of Suns 
Eatery between the letter dated January 15, [year forty-five], and service of the Complaint for 
this action; 

4| 96. JM purchased over $50 thousand of advertising and promotional material using "SONS EAT" 
without "THE ALPHABET?” in [year forty]; 

4| 97. JM purchased over $70 thousand of advertising and promotional material using "SONS EAT" 
without "THE ALPHABET” in [year forty-one]; 

4| 98. JM purchased over $75 thousand of advertising and promotional material using “SONS EAT" 
without "THE ALPHABET” in [year forty-two]; 

4| 99. JM purchased over $85 thousand of advertising and promotional material using "SONS EAT" 
without "THE ALPHABET” in [year forty-three]; 

4 100. JM purchased over $90 thousand of advertising and promotional material using “SONS 
EAT" without "THE ALPHABET” in [year forty-four]; 

q 101. JM purchased over $90 thousand of advertising and promotional material using “SONS 
EAT" without "THE ALPHABET” in [year forty-five]; 

€ 102. JM purchased over $95 thousand of advertising and promotional material using “SONS 
EAT” without “THE ALPHABET” in each of [years forty-six] through [forty-nine]; 

€| 103. Paragraphs 85 through 102 demonstrate that Plaintiff delayed filing suit against Defendant 
for an unreasonable length of time, without excuse, to the prejudice of Defendant; 

q 104. Defendant pleads the Affirmative Defense of Laches as a full defense to any injunctive or 
monetary requested by Plaintiff. 

[Other affirmative defenses and procedurally required closing material omitted] 


S 24. Plaintiff's pleading responding to affirmative defense of laches 


[Caption omitted] 
Plaintiff's Pleading in Response to Defendant's Affirmative Defenses 

Comes Plaintiff, by and through its attorney of record, and responds to the Affirmative Defenses 

asserted by Defendant in its Answer as ordered by this Honorable Court: 

Defendant's First Affirmative Defense: Laches 
q 85. Plaintiff lacks sufficient information to affirm or deny; investigation is on-going; 
«| 86. Plaintiff lacks sufficient information to affirm or deny; investigation is on-going; 
€ 87. Plaintiff lacks sufficient information to affirm or deny; investigation is on-going; 
«| 88. Plaintiff lacks sufficient information to affirm or deny; investigation is on-going; 
«| 89. Plaintiff lacks sufficient information to affirm or deny; investigation is on-going; 
«| 90. Plaintiff lacks sufficient information to affirm or deny; investigation is on-going; 
4 91. Plaintiff lacks sufficient information to affirm or deny; investigation is on-going; 
«| 92. Plaintiff lacks sufficient information to affirm or deny; investigation is on-going; 
«| 93. Plaintiff lacks sufficient information to affirm or deny; investigation is on-going; 
«| 94. Plaintiff lacks sufficient information to affirm or deny; investigation is on-going; 
q 95. Plaintiff denies; 
4 96. Plaintiff lacks sufficient information to affirm or deny; investigation is on-going; 
4 97. Plaintiff lacks sufficient information to affirm or deny; investigation is on-going; 
«| 98. Plaintiff lacks sufficient information to affirm or deny; investigation is on-going; 
«| 99. Plaintiff lacks sufficient information to affirm or deny; investigation is on-going; 
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q 100. Plaintiff lacks sufficient information to affirm or deny; investigation is on-going; 
q 101. Plaintiff lacks sufficient information to affirm or deny; investigation is on-going; 
q 102. Plaintiff lacks sufficient information to affirm or deny; investigation is on-going; 
€| 103. Defendant states a legal conclusion which is an issue for the Court; 
€| 104. Defendant states a legal conclusion which is an issue for the Court. 
[Responses to other affirmative defenses and procedurally required closing material omitted] 


IV. Proof of Laches Defense in Suit for Trademark Infringement 
S 25. Continuation of hypothetical 


Shortly after the first conference of the parties and the court,* plaintiff moved to strike 
defendant's affirmative defense of laches. This motion was denied. After some discovery, 
plaintiff moved for summary judgment denying defendant's affirmative defense of laches both as 
a bar to monetary and as a bar to injunctive relief. This motion was denied. 

Following the denial of these motions by the plaintiff, the Court strongly suggested that the 
parties settle their dispute. At a status call eight months after that judicial suggestion, the parties 
reported to the Court that they were unable to even agree on a beginning point for settlement 
discussions. The Honorable Susan W. then suggested a bench trial on laches before a 
magistrate judge. The parties refused to consent to such a proceeding.? The parties agreed to 
continue to attempt settlement. Six months later, the parties reported to the Court that they were 
still unable to settle. The Court advised the parties that a jury trial, even one limited to this 
affirmative defense, would be unavailable in the Northern District of That for at least 11 months; 
the Court also advised the parties that she did not have an available trial date to hear testimony 
on laches for the foreseeable future. At this point, the parties consented to a bench trial solely 
on laches by the Magistrate Judge who had been assigned to deal with discovery disputes 

in Suns Eatery, Inc. v. John M.'s Sons, Inc., the Honorable Janice M. 

Magistrate Judge Janice M. made the following rulings regarding the procedure to be followed in 
the hearing on laches. The parties were to create a set of exhibits which were to be pre-marked, 
authenticated, and entered into evidence. If any party refused to authenticate a document or 
other exhibit proffered by the other, the item would be placed in the exhibit set notwithstanding, 
but with a written notation regarding the objection to its authenticity. The parties would brief 
authentication disputes in the same manner as substantive evidentiary objections. For the 
hearing, a booklet containing all exhibits was to be provided to counsel, to the Magistrate Judge, 
and placed on a table by the witness stand. The so-called exhibit book would also contain 
whatever stipulations the parties were willing to make which would lessen the amount of 
testimony needed. The parties were instructed that evidentiary objections should be stated 
during the hearing, but that the Court would only rule on objections as to form. The Court would 
hear any testimony proffered, despite substantive objections. The parties' arguments on 
substantive objections to evidence should be submitted in writing to the Court. The objecting 
party's papers would be due five business days after the close of evidence. The responding 
party's papers would be due 10 business days after the close of evidence. No additional briefing 
would be accepted. 

A. Testimony of Officer of Defendant 

S 26. Testimony of Aaron M.—Background 

Q: 

Please state your full name and spell your last name for the record. 

A: 

Aaron M., M---- 

Q: 

Are you currently employed? 

A: 
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Yes. 

Q: 

What is the name of your current employer? 

A: 

John M.'s Sons, Inc. 

Q: 

How long have you been employed by John M.'s Sons? 

A: 

Since the corporation was formed, that goes back to around [year thirty]. 
Q: 
What is your position with John M.'s Sons? 
A: 


I'm one of the sons who set it up; technically, | am one of the vice presidents of the corporation. 
Q: 

Have you been a vice president of John M.'s Sons since it was founded? 

A: 

Yes. 

Q: 

Who else, if anyone, is also an officer of John M.'s Sons, Inc.? 

Q: 

My two brothers, John M. Jr. and Bret; also, Junior's wife, Linda Howard M. 

Q: 

How long has John M. Jr. been an officer of the corporation? 

A: 

Since it started. 

Q: 
Bret? 

A: 

Since it started. 
Q: 

Linda Howard M.? 

A: 

When her children started going to school full time, | guess that would be around [year thirty- 
five]. 

Q: 

Who takes care of the daily operation of John M.'s Sons? 

A: 

Me, Junior, Bret, and Linda. 

Q: 

Anyone else have a position of authority over the firm's operation? 

A: 

Not really. 

Q: 

When John M.'s Sons began operating, what was its line of business? 

A: 

We were in dry cleaning, with a pick-up and delivery service. 

Q: 

Why did the firm choose to operate a dry-cleaning service? 

A: 

It was what our father did, so we just created a corporation to carry on John M.'s existing 
business. 
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Q: 

Did there come a time when the officers of John M.'s Sons decided to expand the services and 
products provided by the firm? 

A: 

Always on the table. 

Q: 

Was any one person the point person for expansion possibilities? 


At the beginning it was John Junior, then | stepped up. 

Q: 

What type of agreement was required before a new service or product was actually offered by 
John M.'s Sons? 

A: 

| don't know about legal limits. As a practical matter, we have always operated the firm by 
consensus. 

Q: 

Who do you mean by "we"? 

A: 

Junior, Brett and I. John M.'s sons. 

Q: 

Did that change when Linda became an officer? 

A: 

Well, Linda never disagrees with John Junior in front of me. | don't know whether she ever has 
in front of Bret, but if so, he never told me about such a disagreement. 

Q: 

Thank you. What changes, if any, were started when John Junior was the point person for 
expansion possibilities? 

A: 

He had the idea of adding delivery and pick-up services which could be handled by our dry- 
cleaning trucks. 

Q: 

When did was this idea proffered to the other officers and accepted by them? 

A: 

Almost immediately after we, the sons, took over operating the business. | think it really 
happened before the corporation was officially in existence. 


Who came up with the first idea about what specific items could be picked up or delivered by 
John M.'s Sons? 

A: 

Junior. 

Q: 

What type of item was involved? 

A: 

High class floral displays. 

Q: 
Why floral displays? 
A: 


The store next to ours sold them. So, the logistics of delivery and billing were easy. 

Q: 

What other items were added while Junior was the point person for additions to the business's 
lines? 
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A: 

Lots. Let me see, Junior pioneered our delivery of rental movies on tape or disk - of course that 
ended after stuff started being streamed on the Internet. 

Q: 

Anything else started primarily due to Junior's actions? 

A: 

Clothing alterations, deluxe food platters of various types, gaming equipment. Other stuff also. 
Q: 
If you remember, when did Junior stop being the point person for suggesting new lines of 
business? 

A: 

Sure. That happened when | got my MBA. May of [year thirty-six]. 

Q: 

Did you stop working for John M.'s Sons while you were working on your MBA? 


No. | worked for the business full time from when we sons took it over; the MBA was the part 
time project. 


Why did you replace Junior as the point person on new lines of business? 
A: 


Junior asked at my graduation party as if it was a joke. So, of course, | accepted. 
Q: 

Was Junior's request a joke? 

A: 

No. 

Q: 

If you know, why did Junior want you to take on that part of the operations? 

A: 

| think he was tired of choosing things, working on them, and then having them fall apart or fail 
to bring in much income. 

Q: 
Why did you come to this conclusion? 
A: 


Linda told me. 

Counsel for Plaintiff: 

Objection, hearsay. 

Court [to Counsel for Plaintiff]: 

Why not just object on the ground of irrelevance? 

Counsel for Plaintiff: 

Yes, Your Honor. It's irrelevant as well. 

Court: 

If you really think this is worth your time, you can write a brief on the objection after this hearing 
is over. Right now, let's just keep hearing the testimony. Is that OK with you counselor? 
Counsel for Plaintiff: 

Yes, Your Honor. 

Practice Tip: 


Experienced trial counsel tend to ignore errors which are unlikely to affect the outcome of the 

dispute. Counsel for plaintiff has annoyed the presiding magistrate judge over a point which has no 
relationship to any of the elements of infringement or laches. If the hearing were before a jury, counsel 
might have objected in order to have the Court uphold the objection and, therefore, possibly lessen the 
jury's respect for opposing counsel. Reasonable counsel might not have objected even before a jury 


Page 28 of 84 


because the objection might be seen by the jury as badgering opposing counsel, thus lowering the jury's 
opinion of objecting counsel. 


Court [to Counsel for Defendant]: 

Continue your questions, please. 

Counsel for Defendant: 

Yes, Your Honor. 

Q: 

Did you add new products or services to John M.'s Sons' business? 

A: 

Yes. 

Q: 

Any before AB&C's groceries? 

A: 

Several. 

Q: 

OK. Did these new lines have anything in common? 

A: 

Two things. 

Q: 

What two things? 

A: 

All of them required delivery to residential addresses and all were deluxe or luxury items. 
Q: 
Why only deluxe or luxury items? 
A: 


So that they would be desired by the type of people who were willing to pay for dry cleaning 
pick-up and drop off. 

Q: 

Any other reason? 

A: 

The prices for the items being delivered were high enough so that the customers would be 
willing to pay a delivery fee either separately or slipped into the price for the item. 

Q: 


Any other reason? 

A: 

So that the same customers would be likely to want more than one of them; allowed us to have 
fewer separate deliveries for the same number of items sold. 

Q: 

Anything else? 

A: 

| guess one other reason. The businesses which used us or cooperated with us regarding 
deliveries wanted to be associated only with other well regarded, high quality firms and 
products. 

Q: 
Thank you. | think that is enough background, let's move on to John M.'s Sons relationship with 
AB&C, Ltd. 

A: 

Sure. 


S 27. Testimony of Aaron M.—Business relationship with AB&C, Ltd. 
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Q: 
If you know, who first came up with the idea of delivering high-end groceries? 
A: 

Linda did. 

Q: 

If you remember, when did Linda make that suggestion? 

A: 

In [year thirty-eight]. 

Q: 


Did Linda give any particular reason for this suggestion? 

A: 

Yes. 

Q: 

Would you please explain the reasons Linda gave in your hearing for suggesting that the firm 
start delivering high end groceries? 

A: 

Sure. Linda prepared a report for us - | mean the three sons, the rest of the management team - 
on the costs, profitability, and practical problems associated with all of the existing add-ons to 
the dry-cleaning pick-up and delivery service. 

Q: 

Please continue, what in this report led to Linda's suggestion? 

A: 

The most lucrative add-ons were the food services: the appetizer platters, the desert platters, 
and the gourmet cooking boxes. The cooking boxes were the most recent add-on in our 
business. One of my ideas. 

Q: 

Can you please clarify what was in the gourmet cooking boxes? 

A: 

Sure. Each box contained written and downloadable video instructions on making a fancy dinner 
for the desired number of persons. Often two, but up to six. The box also contained all the 
needed ingredients. John M.'s Sons partnered them with fancy local restaurants. 

Q: 

Thank you. Am | correct that your testimony is that Linda suggested delivering high-end 
groceries because the other food offerings were profitable? 

A: 

Yes, but they were also the most difficult to get right. 


Can you please explain why, in your opinion, the food items were the most difficult to get right? 
A: 


Perishability, last-minute ordering and changes to orders, inability to reuse returned items. 

Q: 

Did these perceived problems with food deliveries affect how you went about creating a grocery 
delivery service? 

A: 

Emphatically, yes. 

Q: 


How did these perceived problems impact your approach to adding grocery delivery to the 
services provided by John M.'s Sons? 

A: 

| started with a hope to find a way to deliver only nonperishables with high-status reputations; 
preferably with the grocery provider dealing with the actual packing of each customer's order. 


Page 30 of 84 


Q: 

What actions did you take, if any, because of this hope? 

A: 

| researched luxury-status grocery retailers who did not have retail catalogs - that is businesses 
with the reputation necessary who would need us for delivery. 

Q: 

What did you discover? 

A: 

| found three such firms which were within reasonable geographic proximity of Big City. Then | 
considered the relative management systems of these firms. 

Q: 

Why management systems? 

A: 


| wanted a firm which would be amenable to putting one person in charge rather than a division 
or administrative unit. 

Q: 
Why? 

A: 

John M.'s Sons is a small, family operated business, we get things done because one specific 
person is always in charge of any specific mess-up. Nothing falls through the cracks and no one 
lets a customer be upset because that particular customer's problem is not within his or her job 
description. Considering the types of problems we had encountered with other food offerings, | 
wanted our grocery service ally to have the same attitude as we do. 

Q: 

Where did that approach lead you? 

A: 

It led me right to AB&C, Inc. 

Q: 

Why? 

A: 

AB&C has been in business since before [year zero]. It is still family operated, but has good 
management because most of the family members work elsewhere. Being a family member is a 
necessary condition for being top management, but it is far from sufficient to be entitled to a job. 
| had met some members of the family at various business gatherings and | was impressed by 
their simultaneous respect for the values of the family and willingness to try new methods. | had 
also talked unsuccessfully with AB&C in relation to our gourmet cooking boxes. 

Q: 

Unsuccessfully? 

A: 

Yes. That is one reason why | respected AB&C's management. 

Q: 

Can you please explain that more fully? 

A: 


Sure. | had spoken to Mildred B., a vice president who vetted new business proposals. Mildred 
made sure she understood the operational practices needed for the proposed new service as 
well as my firm's business plan and projections before she committed to considering the idea at 
all. She analyzed the proposal herself and then she turned me down flat. She said that she had 
to say no because the project would put a strain on certain aspects of AB&C's operations which 
was out of proportion to the expected revenue. | found her approach and thoroughness 
impressive. 

Q: 
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What did you do next? 

A: 

| called AB&C and made an appointment to talk to Mildred B. at her office without interruption. | 
told the administrative assistant that | wanted an hour to explain a new line of service that John 
M.'s Sons and AB&C might be able to offer cooperatively. 

Q: 

Was the administrative assistant willing to set up such a long meeting? 

A: 

Well, he suggested a lunch meeting if | wanted that amount of time, but | insisted that | wanted 
to do business, not socialize. He would not set it up on my original telephone call. He said he'd 
check and call me back. But he called me back the next morning and offered me an 
appointment the following day. 


Did you consider that important? 

A: 

| considered it a sign that | had impressed Mildred B. to some extent. She seemed to be taking 
the proposition seriously because | was the one making the suggestion. 


Just for the clarity of the record, did John M.'s Sons and AB&C decide to work together ona 
grocery delivery service? 

A: 

Yes. 

Q: 

When did the service start operating? 

A: 

e made our first deliveries in March of [year forty]. 

Q: 
When did you start advertising and promoting the service? 

A: 

November of [year thirty-nine]. 

Q: 

OK. Let's move on to the advertising, promotion, and service marks for the grocery delivery 
service. 


A: 

Sure. 

§ 28. Testimony of Aaron M.—Creation and use of accused marks 
Q: 


Let's talk about service marks. When you and your brothers started operating the dry-cleaning 
business which had been started by your father, what did you call it? 

A: 

John M.'s Sons, Inc. 

Q: 

Did you register the name as a trademark or service mark with the federal trademark office, that 
is the United States Patent and Trademark Office? 

A: 

No. 

Q: 

Why not? 

A: 
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We never even thought about it. The name just said who we were—and still are—the sons of 
John M. 

Q: 

Did you register the name as a trademark or service mark with the State of That? 

A: 

We listed our corporate name with the Secretary of State of That. 

Q: 

Yes. But as the Court knows, that is different from registering it as a trademark or service mark. 
But don't worry. We just want the record to be clear and accurate. 

A: 

OK. 

Q: 

When you added services—like the original add-on, the floral displays—did you pick a 
trademark or service mark just for the new service? 

A: 

Not until the grocery delivery service. 

Q: 

Why not? 

A: 

Truthfully, we never even thought about it. None of our cooperating businesses suggested a 
special name. We had enough work setting up each new service without fussing about a new 
name. 

Q: 

Did you advertise each new service as you added it the offerings available from John M.'s 
Sons? 

A: 

To some degree; different for each service. 

Q: 

In general, when John M.'s Sons added a new service, how was it publicized? 

A: 

Well, we would give out flyers or handouts with each delivery we made. So that all our existing 
customers would know that they could use the new service when it started. 

Q: 

What name or marks did you use on these flyers or handouts? 

A: 

John M.'s Sons. 

Q: 

Any other name? 

A: 

If we were doing it with another business or businesses, we might list their names so that the 
customers would know the quality of what John M.'s Sons would be able to deliver. 

Q: 

Did John M.'s Sons have any motto or slogan or logo for all its add-ons as a unit? 

A: 

Like what? 

Q: 

Perhaps something like “On time with a smile" or "More than just cleaning." Anything like that? 
A: 

No. 

Q: 

Did John M.'s Sons have any logo for any part or all of its business? 
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A: 

No. 

Q: 

Why not? 

A: 

| don't remember ever even considering something like that. If we had, we might have 
concluded that it was an unnecessary expense. 

Q: 

Did you do any other type of advertising or promotion for any part of JM? 

A: 


Yes. 

Q: 

Did you do any other type of advertising or promotion specifically for any of the add-on 
services? 

A: 

Yes. 

Q: 

Did JM use the same plan for advertising each add on service? 

A: 

No. 

Q: 

OK, we'll get back to advertising the grocery delivery service later. Right now, let's get back to 
marks and slogans. Did you have a slogan or service mark or logo for the grocery delivery 
service you started offering in [year forty]? 

A: 

Yes. 

Q: 

Why? 

A: 

AB&GC insisted. 

Q: 

When did the original service mark and logo get created? Let's be clear. By the original service 
mark and logo, | mean the phrase "Sons Eat the Alphabet" and the line drawing of three children 
eating alphabet cookies. Is that clear? 

A: 


Yes. 
Q: 
OK, when was this original phrase and artwork created? 

A: 

Before the advertising started, | signed off on the artwork and wording in October [year thirty- 
nine]. 

Q: 

Did your brothers and sister-in-law Linda approve it as well? 

A: 

Yes. 

Q: 

Did you, or Junior, or Brett, or Linda have any input into the creation of the service mark and 
logo? 

A: 

Not really. We just said OK after AB&C came up with the material. 

Q: 
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Do you know who created the artwork and name? 

A: 

AB&C. 

Q: 

Do you know who or what department at AB&C? 

A: 

No. 

Q: 

Do you know when AB&C started working on this phrase and artwork? 
A: 

Not really. 

Q: 

If you know, what was the reasoning behind this particular phrase and artwork? 
A: 

| only know what Mildred B. told me when she showed it to me. 

Q: 

OK. What did Mildred B. tell you when she showed you this phrase and artwork? 

A: 

She told me that AB&C wanted something which would ensure that each customer would 
recognize that the grocery delivery was related both to John M.'s Sons and AB&C. 

Q: 
Did she elaborate further? 

A: 

Yes. 

Q: 

What did she say? 

A: 

She told me that AB&C had used alphabet logos since before [year zero] and high-end 
customers for AB&C's luxury groceries recognized the tie between alphabet logos and AB&C. 
Q: 

Anything else? 

A: 


Yes. She said that many of these alphabet logos were alphabet cookies because one of the 
firm's most lucrative lines was its in-house baked goods which included several lines of alphabet 
cookies, especially two high-end versions available only around Xmas. 

Q: 

Anything else? 

A: 


She liked the cute aspect of the phrase "Sons Eat the Alphabet." 

Q: 

What did you think? 

A: 

| wasn't overjoyed, but since | didn't think we needed a special name or logo, | wasn't going to 
make a fuss about the artwork AB&C picked. No one asked John M.'s Sons to pay for the 
creation of the artwork or phrase. 

Q: 

What happened next in regard to the phrase and the logo? 

A: 


Mildred B. gave me a list of the items AB&C wanted John M.'s Sons to order marked with the 


phrase and logo she had picked out. 
Q: 
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What do you mean exactly by “to order"? 

A: 

She wanted John M.'s Sons to place the orders because she wanted my firm to pay for all these 
items. 

Q: 

What items? 

A: 

Advertising, promotional materials like flyers and handouts, and stuff for use in the deliveries. 
Q: 

Can you explain what type of stuff for use in the deliveries Mildred B. wanted your firm to buy? 
A: 

Order forms with preprinted lists of available items; similar forms to put in with each shipment to 
a customer; napkins; heavy paper shopping bags in several sizes; wooden delivery crates; 
stickers to put on outsized items which would not fit inside a bag or crate. Plastic containers to 
fill with prepared salads and other food of the type you can buy at a gourmet grocery's deli 
counter. 

Q: 

What happened after Mildred B. informed you that AB&C expected John M.'s Sons to order and 
pay for all this promotion and all these items? 

A: 

| balked, politely. 

Q: 

What happened next? 

A: 


We talked turkey, gourmet smoked turkey of course. Over several meetings and telephone 
calls. 

Q: 

Please continue. 

A: 

Well, | made some suggestions both about what the service would actually need and how AB&C 
might share the expenses with John M.'s Sons. 

Q: 

Anything else? 

A: 

Yes. | said that | understood why AB&C might want separate artwork and branding on the 
advertising and promotion for the new service, but | was less sure about the things like order 
lists and packaging materials. | asked for mockups of what this stuff would look like. | said that | 
wasn't sure that creating a special set of such materials for the delivery service would impress 
the customers more than the nice items AB&C used in its stores. 

Q: 

hat happened next? 

Well, Mildred B. went off to speak to AB&C's management and design teams. She then showed 
me mock ups made from plain brown paper using the whole phrase “Sons Eat the Alphabet” 
and the drawing of three children eating alphabet cookies. She also came up with mock ups 
using just “Sons Eat” with and without the capital letters A, B, and C arranged in a semi-circle 
below the wording. Both Mildred and | disliked the way the longer phrase and bigger picture 
looked on stuff. 

Q: 

Can you be more specific? 

A: 
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Sure. Because of the number of words and the complexity of the drawing, the words were hard 
to read. The individual letters were too small. The drawing looked messy. The items looked 
overcrowded. The effect was not classy. Looking at one of the shopping bags was like staring at 
lots of small polka dots making you dizzy. Not like an elegant logo. 

Q: 

What happened next? 

A: 


We looked at each other and we both burst out laughing. Then Mildred B. said that she had 
been wrong. We should just go with Sons Eat with and without the letters A, B and C in a semi- 
circle below the phrase. 

Q: 

Next? 

A: 

Well, Mildred and | came to a tentative conclusion about what items would be ordered with the 
Sons Eat, ABC legend, how much to have available when we started the service, and how to 
divide the cost for this first purchase. 

Q: 

Anything else? 

A: 


Yes. We discussed what we thought we should do for advance advertising and promotion. We 
set up a tentative budget and rough wording. 

Q: 

Next? 

A: 

e both went back to our management teams for input and approval. 

Q: 
Next? 

A: 

Well, Junior, Bret, and Linda all thought | was suggesting spending too much money on this 
stuff. But they also said that if | managed to get our share lowered, they would go along with it in 
the beginning and see what happened. No long-term commitment. 

Q: 


What, if anything, did Junior, Bret, and Linda say about the simplification of the service mark 
and the artwork? 

A: 

They liked the new, simpler versions better. But they weren't really into having a separate name 
and logo for the grocery delivery. They were willing to go along since AB&C really wanted one, 
but that was as far as it went. 

Q: 

What happened next? 

A: 


| met with Mildred again. 

Q: 

What happened at that meeting? 

A: 

Well, Mildred had also met with some skepticism about the proposed budget. So, the two of us 
cut it down and then we got approval from both of our management teams. 

Q: 

Now, let's be clear about what wording and logo were used and when. Did JM ever order 
anything or use anything which used the original, longer phrase “Sons Eat the Alphabet’? 
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We never bought anything using that. But for about two weeks were stuffing handouts saying 
that into orders of dry cleaning and anything else delivered by JM. 

Q: 

Why? 

A: 

After my first logo approval meeting with Mildred, to show good faith, | had gone back to the 
office and told the office manager to just self-publish and print-off handouts of the forthcoming 
service using the newly chosen special name. We used them to stuff into deliveries until the 
more professionally printed handouts arrived. 

Q: 

Did these original self-published handouts include the original artwork—the drawing of three 
children eating alphabet cookies? 

A: 

No. 

Q: 

Why? 

A: 

The office manager didn't know how to make that using our word processing program. Oh, let 
me clarify that. The office manager did put three children and alphabet letters on the handout, 
but it was a cut and paste from the word processing program. It wasn't the same artwork that 
AB&C had created. We never used the AB&C artwork as far as | know. 

Q: 

Did JM ever use the original, longer slogan in any advertising or promotion in addition to these 
self-published handouts? 

A: 

few times. But we almost always used the shorter name, Sons Eat, in advertisements. 

Q: 
Were the self-published handouts ever available to the general public? 

A: 

Not directly from JM. | suppose some customer could have taken a handout out of his or her 
delivery from JM and given it to someone else. But | have no reason to believe that anyone did 
that. 

Q: 

Was the computer file for the original self-published handouts printed out and distributed at any 
later time. 

A: 

Not as far as | know. Unless the office manager reprinted the original handouts to stuff into 
deliveries John M.'s Sons were making at some time or other because we had temporarily run 
out of the regular stuffers. The office manager might not have bothered to tell if that happened. 
Q: 

As far as you know, did AB&C ever use the original logo—the artwork created by AB&C of three 
children eating alphabet cookies—in advertising or promotion? 

Q: 

No as far as | know. 

Q: 

Thank you. That brings us to our next subject, John M.'s Sons relationship to Suns Eatery, Inc. 
A: 

OK. 


§ 29. Testimony of Aaron M.—Suns Eatery, Inc. 
Q: 
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When did you first hear the name Suns Eatery? 

hen John M.'s Sons got a cease and desist letter from its lawyer. 
ae turn to page 34 in the binder on the table by the witness chair. If you recognize it, would 
you please identify it for the Court? 

an It's the cease and desist letter John M.'s Sons received from Suns Eatery.+ 

Vind is the date on the letter? 

D 15, [year forty-five]. 


When had you started using the phrase “Sons Eat” by itself in advertising and promoting John 
M.'s Sons' delivery of groceries from AB&C? 

A: 

November [year thirty-nine]. 

Over five years before the date on the letter? 

A: 

Yes. 

Q: 

As far as you know, before receiving this particular letter, had John M.'s Sons ever received a 
complaint from anyone about its use of “Sons Eat" being trademark infringement? 

A: 

No. 

Q: 

As far as you know, had John M.'s Sons ever received a complaint from anyone about its use of 
"Sons Eat” as possibly leading to consumer confusion? 

A: 

No. 

Q: 

Would your answer change if | threw in use of the letters ABC in a semi-circle below “Sons 
Eat’? 

A: 

No. 

Q: 

What did John M.'s Sons do when it received the January 15, [year forty-five] letter? 

A: 

| took the letter to the firm's regular lawyer. 

Q: 

Matthew F.? 

A: 

No. 

Q: 

What lawyer did you take it to? 

A: 

| took it to the lawyer the firm routinely used when we needed a lawyer, Susan R. 

Q: 

What action if any was taken in relation to the cease and desist letter after you saw Susan R.? 
A: 
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A trademark lawyer sent a response letter to Suns Eatery on behalf of John M.'s Sons. 
Q: 
If you remember, what was the name of the trademark attorney? 

A: 

Matthew F. 

Q: 

Please look at page 35 in the same binder. If you can, please identify the document shown 
there? 

A: 

That's the letter Matthew F. sent to Suns Eatery in response to the January [year forty-five] letter 
from Suns Eatery. 

Q: 

What is your personal understanding of the meaning of Matthew F.'s letter to Suns Eatery? 


| believe it's a boilerplate “we didn't do anything wrong so leave us alone” response. 

Q: 

Did you consider this letter to promise any change in the advertising or promotion of the grocery 
delivery service? 

A: 

No. 

Q: 

The name of the service? 

A: 

No. 

Q: 

| want to be sure that | understood something correctly in your earlier testimony. Am | correct in 
remembering you to have testified that before you saw the cease and desist letter you had no 
knowledge of the existence of a business named Suns Eatery? 

A: 

| don't know if | said that, but it's true. Before | saw the letter, | had no knowledge of any 
business named Suns Eatery. 

Q: 

Please turn to the binder on the table near the witness chair, open it to page 41. OK? 

A: 

Yes, | have it open to page 41. 

Q: 

Would you be so kind as to read aloud the lines numbered 7 through 10? 

A: 

Sure. "The Parties stipulate that if called to the stand, all of John M., Junior, Linda Howell M., 
Bret M. and Mildred B. would testify that they had no knowledge of Suns Eatery before receiving 
its letter dated January 15, [year forty-five]." 

Q: 

Thank you. Did you investigate Suns Eatery after receiving its letter? 

A: 

Yes. 

Q: 

How? 

A: 

| went there for dinner one night with my wife. 

Q: 
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Did you tell anyone there who you were? Sorry, let me rephrase, did you bring your relationship 
to John M.'s Sons or Sons Eat grocery delivery services to anyone there? 

A: 

No. 

Q: 

Did you tell either Matthew F. or Susan R. in advance of the visit that you intended to visit Suns 
Eatery? 

A: 

No. 

Q: 

What did you learn from visiting Suns Eatery? 

A: 

Well, ok. Let me phrase this politely. It was not really a restaurant. It was a small store front with 
a few tables. No table settings on the tables. At the back of the room was a counter with bins 
holding menus, plastic tableware, napkins, and prepacked condiments. Two people on 
telephones were standing behind the counter. When | went up to the counter, one of them put 
her hand over the telephone she was holding and said something like: “Here for pick up? Name 
please?” 

Q: 

What did you do then? 

A: 

| said that we hadn't ordered in advance. 

Q: 

Next? 

A: 

The woman pointed at the bin of menus and went back to her telephone conversation. She 
repeated what sounded like a list of menu items and then said, “You can pick it up in thirty 
minutes; OK?” 

Q: 

Next? 

A: 

| took two copies of the menu from the bin of menus and sat down at one of the tables with my 
wife. We both looked at the menu. After a few minutes, | went to the counter and handed to the 
same woman a copy of the menu marked with what we wanted. She said, “I can get this ready 
for you to take in 10 minutes. Is that OK? Will you wait?” 

Q: 

Next? 

A: 

| said sure and asked if we could eat at one of the tables. The woman said yes and | sat back 
down at the table where my wife was waiting. 

Q: 

Next? 

A: 

The woman came over to the table in about five minutes and told me that | could get the food | 
had ordered at the counter. So, | went to the counter, paid, and was handed a large brown 
paper bag. | took the bag back to the table. Napkins, plastic tableware, and some condiments 
were already in the bag with the food. Two paper plates as well. My wife and | ate. Then we left, 
taking a menu with us. 

Q: 

Was the brown paper bag marked? 

A: 
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It was clean. 

Q: 

Let me rephrase, did the brown paper bag with the food in it have anything written on it? 
A: 

No. 

Q: 
Did it say “Suns Eatery”? 

A: 

No. 

Q: 

Was the phrase “Suns Eatery” visible anywhere at Suns Eatery when you visited it? 

A: 

There was a sign sitting in the window so you could see it from outside which said “Suns Eatery: 
Take Out and Delivery” and a telephone number. It was two sided, you could read the same 
message from inside the store front. 

Q: 

Anywhere else? 

A: 

The same words and telephone number were on the menu and a sign sitting on the counter. 
Q: 

Did the napkins have the name “Suns Eatery”? 

A: 

No. 

Q: 

Did any of the packaging, like the wrapping for the table ware, or the condiments, say “Suns 
Eatery”? 

A: 

Not that | saw. 

Q: 

| want you to be very clear and to think about all the details of your visit to that store front. Did 
you see the name “Suns Eatery” anywhere else? 

A: 

Yes, | did. It was printed at the top of the bill stapled to the paper bag holding the food. It was 
also on the credit card receipt | was given after | paid. 

Q: 

How was the food at Suns Eatery? 

A: 

OK. 

Q: 

Gourmet? 

A: 

No, but it was fresh. Hot. Not greasy. OK for takeout food. 

Q: 

Does or did John M.'s Sons cook-it-yourself deluxe dinner boxes include any Chinese food 
choices? 

A: 

Not authentic. 

Q: 

Unauthentic? 

A: 
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One of the restaurants which was in the program for a short time dealt in what it referred to as 
New Age Fusion Asian Cuisine. 

Q: 

Was anything like the dishes listed on the menu for Suns Eatery included in the cook-it-yourself 
dinner boxes offered for delivery by John M.'s Sons in cooperation with that Fusion restaurant? 
A: 

All of the Fusion restaurant's boxes included brown rice; that was on the Suns Eatery menu. As 
for the other dishes, the names used by the Fusion restaurant were self-consciously different. | 
am not sure how to match them up with a standard take-out menu. Both Suns Eatery and the 
Fusion place sold dishes with vegetables, pork, chicken, and shrimp. But | don't think that the 
stuff | ate at Suns Eatery was the style of cooking reflected in the cooking-boxes from the 
Fusion restaurant. For one thing, Suns used very small shrimp in the shrimp dish | had ordered 
there. The Fusion place used gigantic prawns. 

Q: 

Thank you. Let's discuss what John M.'s Sons did during Suns Eatery's delay in filing suit. 

A: 

OK. 


§ 30. Testimony of Aaron M.—Prejudice 
Q: 


Am | correct that when John M.'s Sons first began working with AB&C on delivery of gourmet 
grocery items, you were not enthusiastic about creating a special name just for that delivery 
service? 

A: 

Yes. 

Q: 

What about the rest of the management at John M.'s Sons? 

A: 

They thought it was a waste of money. 

Q: 


The grocery delivery service with AB&C's groceries being delivered by John M.'s Sons, at this 
point how long has it been in operation? 

A: 

little over 10 years. 

Q: 
Is John M.'s Sons happy about how the service is operating? 

A: 

Quite. 

Q: 

Is it profitable? 

A: 

Yes. 

Q: 

What about use of the separate name, what do you think about that now? 
A: 

| now know that it was a really, really good idea. 

Q: 
hy did you change your mind? 

The services and products John M.'s Sons has been delivering in cooperation with AB&C have 
been expanding in diversity, scope of the delivery area, and monetary value to the firm. 
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Because of the separate name used, the other parts of John M.'s Sons is not affected by that 
and they do not affect Sons Eat. So, the management decisions don't have to mesh with each 
other. 

Q: 
Can you think of specific instances when John M.'s Sons would have had to deal with a difficult 
decision if other aspects of John M.'s Sons were fused with Sons Eats in the public perception? 
A: 

Yes. Several. 

Q: 

Has the use of Sons Eats increased over the years? 

A: 

Yes. 

Q: 

Can you give us details? 

A: 


Sure. First, when the service started, we put the name “SONS EAT” with A, B, and C in a semi- 
circle below that on only a few items. We ended up ordering only Order Forms which could also 
be used as Delivery Tickets. We now order other preprinted items. 

Q: 

What other items? 

A: 

Two sizes of paper shopping bags; three sizes of heavy delivery boxes—cardboard with 
handles cut in the sides; promotional giveaways like refrigerator magnets and pens; padded 
order forms; unpadded delivery forms; sorry-we-missed-you door hangers; and the ubiquitous 


handout/flyers. 

Q: 

Any other way the use of SONS EATS has expanded? 
A: 

Yes. We now advertise. 

Q: 

Would you be able to be more specific? 

A: 


Sure. Before SONS EATS took-off, most of John M.'s Sons' promotional budget was spent on 
flyers, handouts, local free shopper magazines which customers pick up in supermarkets, and 
painting our delivery trucks. We now also buy some local radio advertisements, space in the 
local handouts which get delivered to people's houses, and even the occasional advertisement 
in a local newspaper. We also have a professionally curated website for SONS EATS which is 
separate from the less elaborate website for John M.'s Sons. 

Q: 

Has the business represented by the service mark “SONS EATS” become more important to 
John M.'s Sons over time? 

A: 

Yes. 

Q: 

How? 

A: 

ell, it is now the source of over 65% of the net profit of John M.'s Sons. 

Q: 
Has it expanded in other ways? 
A: 
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The geographic area to which we can deliver has expanded quite a bit because of the additional 
volume being delivered. | would say that roughly our delivery area is now three times as large 
as it was before we started SONS EATS. 

Q: 

Has the number of distinct households to which the firm makes deliveries expanded? 

A: 

Yes, it is at least double what it was. 

Q: 

Repeat business? 

A: 

We have a large percentage of routine customers, but that was also true when we did only dry- 
cleaning pickup and delivery. 


Please look at the binder again, turn to page 50. If you recognize this, would you please identify 
it for the Court? 

A: 

Yes. It's a map showing delivery areas for John M.'s Sons. 

Q: 

One area is cross hatched in gray, what does that depict? 

A: 

That's the delivery area John M.'s Sons serviced at the end of [year thirty-nine]. 
Q: 

Is a larger area cross hatched in green? 

A: 

Yes. 

Q: 

If you know, what does that represent? 

A: 

The standard delivery area of John M.'s Sons, including SONS EATS, as of the end of [year 
forty-four]. 


Is that shortly before you received the cease and desist letter from Suns Eatery? 
A: 

Yes. 

Q: 

Is a larger area cross hatched in blue? 

A: 

Yes. 

Q: 

If you know, what does that represent? 

A: 

The standard delivery area of John M.'s Sons, including SONS EATS, as of the end of last year. 
Q: 

Thank you. Do you see an area cross hatched in yellow? 

A: 

Yes. 

Q: 

Do you see an area cross hatched in brown? 

A: 

Yes. 

Q: 
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Do you see an area cross hatched in pink? 

A: 

Yes. 

Q: 

Do you see a statement written at the bottom of the binder page? 

A: 

Yes. 

Q: 

Please read that statement out loud for the Court. 

A: 

It says, “Suns Eatery, Inc. stipulates that the yellow cross hatching represents its free delivery 
area at the end of [year thirty-nine]; that the brown cross hatching represents its free delivery 
area at the end of [year forty-four]; and that the pink cross hatching represents its free delivery 
area at the end of [year forty-eight]. 

Q: 
Has the diversity of products delivered as part of the SONS EAT part of the business expanded 
over time? 

A: 

Yes. 

Q: 

When you started SONS EAT, did the products in that part of the business include cooked 
Chinese style food? 

A: 

No. 

Q: 

Was any Chinese-style food being delivered by John M.'s Sons before SONS EATS started? 
A: 

No, unless you include the cook-it-yourself boxes related to the Fusion restaurant | mentioned 
earlier in my testimony. 

Q: 

Were the boxes related to that particular restaurant a high-volume item? 

A: 

They were closer to a no-volume item. 

Q: 

How long did John M.'s Sons handle cook-it-yourself boxes related to the Fusion restaurant? 
A: 

About one year. 

Q: 

When? 

A: 

Roughly March [year thirty-seven] through May [year thirty-eight]. 

Q: 


Has SONS EAT ever delivered take out Chinese-style food? 

A: 

No. 

Q: 

Has it ever delivered fresh Chinese vegetables? 

A: 

No. 

Q: 

Has it ever delivered specifically Chinese fresh meat, poultry, fish, or seafood? 
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A: 

No. 

Q: 

Has it ever delivered Chinese grocery items? 
A: 

Yes. 

Q: 

What type of Chinese grocery items? 

A: 


SONS EAT started delivering tins of loose Chinese tea of various types in the spring of [year 
forty-four]. 


Tea bags? 

A: 

Not Chinese. 
Q: 

Anything else? 
A: 


Packaged dry ingredients, including mushrooms, were added around the same time as the 
tinned loose Chinese tea. 

Q: 

Anything else? 

A: 


Some high-quality sauces and vegetables were added in [year forty-six] and [forty-seven]. 
Q: 


Does Sons Eat still deliver these Chinese grocery items. 
A: 

Yes. 

Q: 

Are they high volume items? 


Not really. 

Q: 

Are they high-profit items? 
A: 


Definitely not. 

Q: 

Please look at the binder again, the multiple page chart which starts at page 44. If you can, 
would you please identify it for the Court? 

A: 

Yes. That's a gross and net income chart of various products included in SONS EAT with yearly 
entries. 

Q: 

Thank you. That is all | have to ask you now. Please remain seated so that opposing counsel 
may ask you some questions. 


Sure. 


§ 31. Testimony of Aaron M.—Cross-examination 
Q: 
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Good afternoon Mr. M. | am counsel for Suns Eatery. Before we continue, | want to make sure 
that you are comfortable. Do you need a break or a glass of water perhaps before | begin asking 
questions? 

A: 

I'm fine, thanks. Just go ahead. 

Q: 

Very well. Let's start. How sure are you that you never heard of Suns Eatery before you 
received their letter complaining about the use of “SONS EAT”? 

A: 

| don't remember hearing about them. 

Q: 

So, you recognize the possibility that you subconsciously thought about the name Suns Eatery 
when you came up with “SONS EAT”? 


A: 

| did not come up with “SONS EAT,” someone at AB&C did that. 
Q: 

Who? 

A: 

| don't know; | never asked; | did not care about it at the time. 
Q: 

So, you're cavalier about marks and trade names? 

Practice Tip: 


The counsel for Suns Eatery is badgering the witness (or getting very close to doing so). Many, if not 
most, reasonable trial counsel would consider this a bad tactical choice. 


A: 

| was going along with a separate name for the grocery delivery service so as not to antagonize 
AB&C. 

Q: 

When you took SONS EAT for your business, did you run any sort of search to see if it was 
already in use by someone else? 

A: 

Personally, no. 

Q: 

Did you make sure that someone at AB&C ran such a search? 

A: 

No. 

Q: 

Why not? 

A: 

| wasn't picking out the name. | assumed that anything necessary was being done by AB&C. 


Do you have any reason to believe that someone at AB&C ran a search before picking "SONS 
EAT”? 

A: 

| have no knowledge whatsoever of the process AB&C used except for what | was told by 
Mildred B. 

Q: 

Did Mildred B. purport to have made sure a search was performed? 

A: 

Mildred B. did not discuss the topic with me. 
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Q: 

Let's discuss the differing figures John M.'s Sons proffered at various points in the litigation 
about the money it spent promoting the name “SONS EAT.” Please look at the binder on the 
table near your seat and turn to page 4. Do you have that page? 

A: 

Yes. 

Q: 

Do you recognize the document which starts at page 4? 

A: 


It's one of the legal documents filed in this suit. Heading says it's an “Answer and Affirmative 
Defenses” from John M.'s Sons. 

Q: 

Please look at the paragraphs numbered 96 through 102. If you know, what do these 
paragraphs purport to claim? 

A: 


The paragraphs say roughly how much the business spent on advertising and promotion of 
“SONS EAT” by itself each year. 

Q: 
If you can, please explain what you mean by “by itself’? 


“SONS EAT” without the additional words “THE ALPHABET.” 

Q: 

Thank you. If you add up the figures, how much money does your firm claim to have spent on 
this? 

A: 

Over $840 thousand. 

Q: 

Please look at page 50 in the binder. If you understand it, what does page 50 represent? 

A: 

It says that it shows John M.'s Sons' purchases of useable items marked “SONS EAT” without 
the additional words “THE ALPHABET.” 

Q: 

Please read out loud the statement about three lines from the top of the page which beings with 
“The parties stipulate ...” 

A: 

It says, “The parties stipulate that this table accurately reflects the content of documents 
produced during discovery by John M.'s Sons.” 

Q: 

What years are covered by this table? 

A: 

According to the table itself, it covers [year thirty-nine] through [year forty-nine]. 

Q: 

Is this the same time period covered by the paragraphs included in the Answer? 

A: 

Yes. 

Q: 

What is the total for the items in the table on page 50? 

A: 

The table on 50 gives its total as $650 thousand, rounding up. 

Q: 
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Why is this figure so much lower than what your business claimed in the Answer that it had 
spent? 

A: 

The table on page 50 does not include advertising; it only includes objects given out or used up 
during deliveries—things like shopping bags, delivery boxes and order forms. 

Q: 

Please look at page 61 in the binder. If you understand it, what does page 61 represent? 

A: 

Page 61 says that it shows what John M.'s Sons paid out for advertisements using "SONS EAT" 
without "THE ALPHABET” from [year thirty-nine] through [year forty-nine]. 

Q: 

Please read out loud the statement about three lines from the top of page 61 which begins with 
the words “The parties stipulate ..." 

A: 

“The parties stipulate that this table accurately reflects the content of documents produced 
during discovery by John M.'s Sons which tied payments by John M.'s Sons to advertisements 
whose content was shown by documentation acceptable to Suns Eatery to have used the 
phrase “SONS EAT” without “THE ALPHABET.” 

Q: 

Please look at the table which starts on page 61, what is the total cost which John M.'s Sons 
could document as having been spent on advertisements using the phrase “SONS EAT” without 
“THE ALPHABET"? 

A: 

$110 thousand. 

Q: 

Would you be so kind as to tell us the sum of $110 thousand and $650 thousand? 

A: 

$750 thousand. 

Q: 

So, in discovery, John M.'s Sons documented having spent $750 thousand on advertising and 
promotion of “SONS EAT” without the addition of “THE ALPHABET” over the entire period from 
its introduction though the end of last year? 

A: 

Yes. 

Q: 

But the Answer asserted the total was over $840. Over $90 thousand dollars your firm originally 
claimed it had spent which it had not spent? Isn't that a lot to over claim? 

COUNSEL FOR DEFENDANT: 

Your Honor, ... 

Q: 

Let me rephrase. Why the over $90 thousand discrepancy? 

A: 

The advertising table left out a lot of advertising for which we didn't have individual tear sheets, 
that is copies of each separately placed advertisement paid for by the check or invoice or 
statement showing the amount. That included all or almost all the flyers and handouts. 

Q: 

Don't you usually refuse to pay a business bill unless you know what you are being asked to 
pay for? 

A: 

Yes. 

Q: 
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So why the incomplete paperwork on advertising? 

A: 

All the payment documents show who John M.'s Sons were paying and for what type of 
advertising it was paying: for example, the issues of the named local shopper, the page on 
which the ad appeared, the size of the ad, the number of copies guaranteed to have been 
printed and put out for distribution. When we paid the bills, we knew what the ads said, we just 
didn't insist on a separate tear sheet for each and every issue. For example, the shoppers 
charge for three or more issues in each bill and generally supply only one tear sheet for each 
bill. This table only counted one issue for each such bill. If you add in the payments, we could 
prove without playing that sort of game, the total of advertising we documented was much 
higher than what was stated in the Answer. The Answer was written without taking the time to 
go through our records in this sort of detail. 

Q: 

You could have just shown issues of the shoppers and other ads for which you did not keep tear 
sheets. Are you claiming that Suns Eatery somehow kept you from doing so? 

A: 

We were unable to locate copies of each of the old shoppers. No one keeps those. 

Q: 

Humm. What did your advertising agency say about this? 

A: 

John M.'s Sons doesn't have an advertising agency or broker of any sort. 

Q: 

Who routinely dealt with placement and payment for advertising for John M.'s Sons during the 
period covered by the table which starts at page 61? 

A: 

One member of the office staff is allotted the responsibility of placing advertising and ordering 
promotional material when told to do so by which ever officer of the corporation is in charge of 
such things at the time. The staff member assigned changed a few times during this period. 
Q: 

During the time covered by the table starting at page 61, who was the corporate officer in 
charge of ordering these expenses? 

A: 

| was for almost all of it. 

Q: 

When was some other officer in charge? 

A: 

| don't have the dates off-hand. Someone covered for me for a few months at a time when | 
needed relief for personal reasons. 

Q: 

Who covered for you? 

A: 

Different time, different officer. Same record keeping methods. 

Q: 
Let's go back to the $650 thousand totaled by the table beginning on page 50. Am | correct in 
remembering you to have testified that this money was spent on items used for deliveries? 
A: 


Most of it was—paper shopping bags, order forms, delivery cartons. Also included things 
customers expected to be thrown in as part of deliveries—napkins, promotional items such as 
pens and refrigerator magnets. 

Q: 
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Why is this $650 thousand included in the money John M.'s Sons contends it expended for 
promotion of the trade name “SONS EAT” by itself? 

A: 

The items had “SONS EAT” printed or otherwise written on the item. 

Q: 

The firm's telephone number as well? 

A: 

Yes. 

Q: 

Anything else written on these items? 

A: 

Well, the order forms and delivery tickets had lists of available products printed on them as well, 
space for the delivery address, delivery time, customer reach number, and any additional 
special instructions. 

Q: 

If John M.'s Sons had not ordered these items marked “SONS EATS,” would it have ordered the 
items anyway? 


Well. We would have needed to purchase delivery cartons, shopping bags, order forms and 
delivery tickets. Napkins as well. But we would not have bought promotional handouts for the 
customers without our name and telephone number—that is items such as pens and refrigerator 
magnets. 

Q: 

Would delivery materials such as shopping bags and delivery cartons cost money even without 
being marked “SONS EAT”? 

A: 

Yes. 

Q: 

What is the price difference between shopping bags with and without “SONS EAT” and the 
telephone number? 

A: 

Depends on the volume of the order and the extent of what you want printed on the bag. 

Q: 

What did John M.'s Sons pay for the printing on the paper shopping bags it ordered with “SONS 
EAT” printed on the bags? 

A: 

Most of the time, we ordered a large enough volume of paper shopping bags so that the 
supplier did not charge extra for the printing. 

Q: 


What about the delivery cartons? How much did John M.'s Sons pay for the printing of “SONS 
EATS” on the delivery cartons? 

A: 

Most of the time, no extra charge. 

Q: 

Let's think back to your testimony about setting up the grocery delivery service with AB&C. Am | 
correct that according to your testimony AB&C agreed to pay for part of the cost of these 
delivery supplies with the separate name it wanted? 

A: 


| did discuss that possibility with Mildred B. at the beginning of John M.'s Sons' relationship with 


AB&C. 
Q: 
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Did AB&C pay any part of the cost of the so-called promotional materials? 
A: 
| think so. 

Q: 
Please look at page 82 in the binder. Take your time, does this exhibit refresh your recollection 
over how much of the $650 thousand for promotional items was covered by AB&C? 

A: 

Yes. 

Q: 

Now that your recollection is refreshed, would you be so kind as to tell this Court how much of 
the $650 thousand was covered by AB&C? 

A: 

$72,468.32 

Q: 

Thank you. Did AB&C pay any of the cost of the advertising for SONS EAT grocery delivery 
service? 

A: 

Some. 

Q: 

How much? 

A: 

$15,142.85 

Q: 

Thank you. Now, when I add together $72,468.32 and $15,142.85, | get the total of $87,611.17. 
Do you agree? 

A: 


The mathematical calculation seems correct to me. 

Q: 

Now, we had earlier added up the discovery-supported advertising and promotional cost in total 
as $710 thousand, is that correct? 

A: 

That was the figure you gave. | said it was higher because you were leaving out advertising. 

Q: 

Deducting $87,611.17 from $710 thousand, | get the figure of $623,388.83 as the total John 
M.'s Sons has produced evidence of spending on advertising and promotion using the disputed 
service mark, SONS EAT. Do you get the same figure? 

A: 

| don't dispute your mathematical calculations. 

Q: 

Furthermore, most of this outlay would have been spent regardless of the mark being used 
because it went for objects necessary to operate the delivery service—such as shopping bags, 
delivery cartons, and order forms. Is that correct. 

A: 

| agree that businesses use items necessary to operate a business to get their names out to the 
public—restaurants put their names on menus and so forth. 

Q: 

Thank you. Now, | want to go back to something that has been nagging at me since the 
beginning of this lawsuit. Please turn to page 34 of the exhibit binder. If you can, would you 
please identify this exhibit for the Court. 

A: 
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It's the cease and desist letter from Suns Eatery to John M.'s Sons which is dated January 15, 
[year forty-five]. 
Q: 


Would you please read out loud to the Court the next-to-last paragraph in the body of the letter. 
The paragraph which starts with “On behalf of my client, | must insist ...” 
A: 


“On behalf of my client, | must insist that you immediately and permanently cease and desist all 
use of “SONS EAT” without “THE ALPHABET” in immediate proximity and in the same or larger 
font.” 

Q: 
Now, how did Suns Eatery know about the longer service mark? Why did the letter expressly 
ask you to go back to using “SONS EAT THE ALPHABET”? 

A: 


| don't understand the question. 

Q: 

How did Suns Eatery, with which you supposedly had no connection, know about the service 
mark “SONS EAT THE ALPHABET” if you weren't using it at the same time as “SONS EAT"? 
A: 

Are you asking me to speculate on the mind-content of the owner of another business? 


No. | am asking you to reconsider your contention that the grocery delivery business was using 
only “SONS EAT” during its operation. | think it was using both service names, and, therefore, 
no undue hardship would exist if you were told to continue the business using only one of two 
already well-known trade names. | think this because | don't see how plaintiff could have written 
the paragraph you just read unless the delivery service was simultaneously using both the long 
and the short service marks. Is that question clear? 

A: 

Clearer. 

Q: 

Would you please be so kind as to give me and the Court a substantive answer to the question? 
Please restate what you want as a simple question. 

Q: 
Ok. Did John M.'s Sons advertise and promote its service of delivering AB&C groceries under 
the name “SONS EAT THE ALPHABET”? 

A: 

| think | answered that earlier, we did use the longer phrase to a very small extent. 

Q: 

How did you use it and how much did you use it? 

A: 

The first set of handouts which were placed inside existing customers’ deliveries from John M.'s 
Sons used the longer name. Those handouts were printed in-house, so the file for printing that 
handout might have remained available on one of the office computers. | am not sure, but it is 
possible that the version of the handout using the longer name was printed in-house on one or 
more occasions when we ran out of the nicer version which we had made by a printing 
service—the printing service only used the short version, SONS EAT. 

Q: 

Would these possible handouts with the longer name have been placed inside deliveries being 
made by John M.'s Sons? 

A: 

Yes, if they were printed. | am simply not sure about that. 
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Q: 

Is it your testimony that Suns Eatery could only have learned about the existence of the longer 
service name—SONS EAT THE ALPHABET—from a handout put inside a delivery made by 
John M.'s Sons? 

A: 

No. | also testified earlier that we may have placed a very few advertisements using the longer 
name. 

Q: 

Did John M.'s Sons produce copies of these advertisements during discovery? 

A: 

| don't know. We would have if we had tear sheets of such ads. 

Q: 

Do you know of any specific advertisement placed for John M.'s Sons delivery of AB&C's 
groceries which used the name “SONS EAT THE ALPHABET”? 

A: 

| might. 

Q: 

Would you please be so kind as to testify about the advertisement using “SONS EAT THE 
ALPHABET” you might know about? 

A: 

| don't really know. But it is possible that we used the longer name in the good-will 
advertisements we placed in a few charity booklets. 

Q: 

Can you expand on that? 


Well, like all service businesses, we get asked by customers to make donations to their pet 
charities and causes by taking out advertisements in booklets printed for yearly galas or dinners 
honoring past presidents. Stuff like that. Among the charities we have contributed to by paying 
for this type of ad are a few related to reading or literacy. Someone might have used the longer 
name in one or more of those because reference to the alphabet would have been a tighter 
mesh between John M.'s Sons and the specific charity at issue. 

Q: 

If you can, would you please name these charities? 

A: 

The Friends of the Big Library; The Chinese and American Culture Council; and the Chinese 
Language School of Big City. 

Q: 


Do you have copies of any of the advertisements placed by John M.'s Sons in support of any of 
these groups? 

A: 

No. 

Q: 

How many different advertisements are involved? 

A: 

As | said, | don't know that we did in fact use the longer name in any publication. 

Q: 

Let me rephrase, if you know, how often did John M.'s Sons pay for advertising in a publication 
used as a fund-raising tool by one or more of these groups? 

A: 

| think we gave each of these three groups one ad per year. 

Q: 
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During what years? 
A: 


| don't really know. These three groups have been asking for support from John M.'s Sons as 
long as | can remember. 

Q: 

The publications in which such a John M.'s Sons' advertisement would be printed if the firm 
gave to one of these groups, what else would be in the publication in addition to 
advertisements? 

A: 

Tributes to various persons who have helped the group or are associated with it. Lists of awards 
given to members and friends of the group. 

Q: 

Is it reasonable to assume that such a tribute book might be kept by a person who knew the 
honoree? 

A: 

| guess so. | don't know. 

Q: 

Is it reasonable to assume that other people might look at such a book because it honored 
someone and, thereby, see John M.'s Sons' advertisement? 

A: 

| guess so. | don't know. 

Q: 

One more point. Can someone place a Sons Eat delivery order using the Internet? 

A: 

Yes. 

Q: 

What web site or web sites would you use to place such an order? 

A: 

You can start at any one of three websites: the site operated by AB&C Groceries, the John M.'s 
Sons' website, or the separate Sons Eat website. Whereever you start, you are actually using 
the ordering platform operated through the Sons Eat website. 

Q: 


When did Sons Eat first start offering Internet ordering? 
A: 

Late [year forty-seven]. 

Q: 


Thank you. | have no further questions at this time. 

B. Testimony of Officer of Plaintiff 

§ 32. Testimony of Mary C.—Background 

Q: 

Would you please state your full name and spell your last name for the record. 


Mary C., C ---- 

Q: 

Are you affiliated with Suns Eatery, Inc.? 

A: 

Yes. 

Q: 

What is your current relationship with Suns Eatery, Inc.? 
A: 
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| am the person currently operating Suns Eatery. 
Q: 

If you know, what is your legal title? 

A: 

| am Vice-President and Chief Operating Officer of the corporation. 

Q: 

Does the corporation have any other officers at this time? 

A: 

Yes. 

Q: 

What are their names and titles? 

A: 

My brother-in-law Harold E. is also a vice president of the corporation. His wife, Lou Ann's 
daughter, Wilma E. is the treasurer of the corporation. 

Q: 

Currently, does Suns Eatery, Inc., have any other corporate officers? 

A: 

No. 

Q: 

Who is president of the corporation? 

A: 

My mother-in-law Lou Ann C. used to be president of the corporation; we never gave anyone 
else that title. 

Q: 

Is Lou Ann C. currently active in the operation of the business? 

A: 

No, she died some years ago. 

Q: 

| am sorry for your loss. Was Lou Ann C. ever active in the operation of the business? 


Yes. 

Q: 

What was her position at the time she ceased being active in the operation of the business? 
A: 

She was president of the corporation and the CEO 

Q: 

When did Lou Ann C. cease being CEO of Suns Eatery? 

A: 

Early in [year forty-five]. 


Is Harold E. currently active in the operation of the business? 
A: 

No. 

Q: 

Has he ever been active in the operation of the business? 
A: 

No. 

Q: 

Is Wilma E. currently active in the operation of the business? 
A: 

Yes. 
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Q: 

What is her job title? 

A: 

She is my second in command. We never gave her a title, perhaps Chief Cook and Bottle 
Washer would be accurate. 

Q: 

Thank you. What about the ownership of Suns Eatery, Inc., who owns shares? 

A: 

The shares are all held by the corporate officers. 

Q: 

Does Suns Eatery currently have any other management personnel who have not yet been 
mentioned? 

A: 

No. 

Q: 

How many employees does Suns Eatery, Inc. currently have? 

A: 

Two full time and about eight part time. 

Q: 

Who are the two full time employees? 

A: 

Myself and Wilma E. 

Q: 

Thank you. Now let's talk about the management history of Suns Eatery so that we can better 
understand its present. 


§ 33. Testimony of Mary C.—Management history of Suns Eatery 
Q: 

If you know, when did Suns Eatery begin operations? 

A: 

The Spring of [year ten]. 

Q: 


Were you involved with the business at that time? 

A: 

No. 

Q: 

How do you know when Suns Eatery first opened? 

A: 

In addition to being told by my mother-in-law, a picture of the opening is hanging in the kitchen; 
someone was holding up a local newspaper covering the opening; the date is visible on the 
newspaper. 

Q: 

Can you read the date in the picture? 

A: 

Not clearly, but | have also seen the newspaper itself. It used to be hanging on the wall of the 
restaurant's kitchen as well. 

Q: 

If you know, who opened the restaurant? 

A: 

According to the local newspaper account, and my mother-in's stories, Lou Ann C. opened the 
restaurant with her husband Mark C. 
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VOR was the restaurant located at that time? 
Suns place it is now. 

di is the address? 

i: Backwater Street, North City, Here, 11112. 
I o know, how many full-time employees worked for Suns Eatery when it opened? 

<a Lou Ann and Mark C. 

ni | correct in remembering you to have testified that currently Suns Eatery only has two full 
time employees? 


Yes. 
Q: 
How many part-time employees did Suns Eatery have during its first few years of operation? 


| don't know. 
Q: 

More than eight at any one time? 

A: 

Extremely unlikely. 

Q: 

Let's look at the changes in management personnel at Suns Eatery over time. It was opened by 
a husband and wife, Lou Ann and Mark C., is that correct? 

A: 

Yes. 

Q: 

If you know, has any management person at Suns Eatery been someone who was not part of 
the family? 

A: 

No, always family. 


If you know, has any full-time employee at Suns Eatery been someone who was not part of the 
family? 

A: 

No. 

Q: 

Have the full-time employees always been the management team at Suns Eatery? 
A: 

Yes. 

Q: 

How did you join the family? 

| married John C., the oldest child of Lou Ann and Mark. 

Q: 


Who are the other children of Lou Ann and Mark C.? 
A: 
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Lou Ann and Mark had three children. John is the oldest. Then they had two daughters, Lilly and 
Wilma. 

Q: 

Did Lilly marry? 

A: 

Yes, to Jason R. 

Q: 

Did Wilma marry? 

A: 

Her husband is Harold E. 

Q: 

Now, the first management team at Suns Eatery was composed of Lou Ann and Mark; is that 
correct? 

A: 

Yes. 

Q: 

Did there come a time when the management team changed? 

A: 

Yes, when Mark died unexpectedly in [year twenty-five]. 

Q: 

After Mark died, who were on the management team? 

A: 

Lou Ann and her daughter Lilly. 

Q: 

What about Lilly's husband, Jason R.? 

A: 

Lilly wasn't married at that time. 

Q: 

If you know, how did Lou Ann and Lilly divide the work? 

A: 
Lilly cooked; Lou Ann did everything else, including telling Lilly what to cook. 

Q: 

Did a time come when the management team changed again? 

A: 

Yes, when Lilly married Jason R., she stopped working at Suns and joined her husband's 
business. 

Q: 

What was the new management team? 

A: 

Lou Ann and Wilma. 

Q: 

hat about Wilma's husband Harold E.? 

A: 

Harold is a civil engineer. He has never been involved in the operations of Suns Eatery though 
he is one of the officers of the corporation. 

Q: 

If you know, when Lou Ann and Wilma were operating Suns Eatery, how did they divide the 
work? 

A: 

Wilma cooked; Lou Ann did everything else, including telling Wilma what to cook. 

Q: 
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Did a time come when the management team changed again? 

A: 

Yes. Lou Ann had several heart attacks and had to stop working. 

Q: 

After Lou Ann stopped working, who was on the management team? 

A: 

Wilma and I. 

Q: 

Did Wilma's duties change when Lou Ann stopped working? 

A: 

Only a little, mostly she does and oversees the cooking. She started making more decisions 
about the food and the part time kitchen staff after Lou Ann was gone. 

Q: 

Was Lou Ann's separation from the business gradual? 

A: 

Well, when Lou Ann had her first heart attack, she insisted that she would just slow down a little 
and no real changes were needed. 

Q: 

Did this plan work out? 

A: 

No. Lou Ann did not work at all for three weeks. Wilma tried to keep things going, but she didn't 
know anything about Lou Ann's systems. 


What happened next? 
A: 


Lou Ann went back in to work, supposedly taking it easy. 

Q: 

Next? 

A: 

Lou Ann collapsed in the kitchen while having a fight over the telephone with a supplier over his 
latest bill. 

Q: 

What happened with the business's operations after Lou Ann collapsed? 

A: 

The family made Lou Ann promise not to go back to work at all. She tried to get up anyway and 
had another heart attack. She died two weeks later without having been discharged from the 
hospital. 

Q: 

If you know, who helped out Wilma while Lou Ann was in the hospital? 

A: 

No one. 

Q: 

When, if at all, did someone else join the management team at Suns Eatery? 

A: 

| did after Lou Ann died. 

Q: 

What about your husband John, Lou Ann's son? 

A: 

John never worked at Suns Eatery; also, he had died before Lilly married. 

Q: 

I'm sorry for all your losses. Going back to Lou Ann's heart attacks, when did these occur? 
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A: 

The first one was in late January of [year forty-five]. 
Q: 

If you know, when did Lou Ann return to work supposedly taking it easy? 

A: 

Sometime in February of [year forty-five]. 

Q: 

When did Lou Ann collapse in the kitchen at Suns Eatery? 

A: 

During March [year forty-five] she died near the end of March, [year forty-five]. 
Q: 

Please turn to page 34 of the binder on the table near your chair. Do you have the page? 
A: 

Yes. 

Q: 

Another witness has identified this as a letter received by John M.'s Sons from an attorney 
writing on behalf of Suns Eatery demanding that John M.'s Sons cease and desist using the 
name “SONS EAT.” What is the date on the letter? 

A: 

January 15, [year forty-five]. 

Q: 


Who at Suns Eatery would have arranged for this letter to be sent? 

A: 

At that time, Lou Ann was running the place and Wilma was cooking. So Lou Ann had to have 
told the lawyer to send this letter. 

Q: 

When did you first learn about the existence of this letter? 

A: 

I'm not sure. | know that | spent weeks trying to sort out the paperwork and files that Lou Ann 
had kept about running Suns Eatery, this letter should have been there somewhere, but | don't 
really remember seeing it until years later. 

Q: 
We'll get back to that in a little while. Right now, l'd like to ask you some questions about your 
initiation into managing Suns Eatery. OK? 

A: 

Sure. 

Q: 

When Lou Ann got sick, when she had her first heart attack, did you expect to take over the 
business side of Suns Eatery? 

A: 

No. 

Q: 

Were you employed at the time Lou Ann first got sick? 

A: 

Yes. 

Q: 

What type of work were you doing? 

A: 


| was providing temporary bookkeeping, accounting, and related services. 
Q: 
Would you please clarify "temporary"? 
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A: 

| was listed with an agency which supplied qualified people to fill in when a business needed to 
cover for a temporarily missing regular worker with specific management skills. So, | would be 
the substitute bookkeeper or in-house accountant or some such for a few days, a few weeks, or 
even a few months at a time. 


zi you hold any qualifications related to this type of work? 

T a Certified Public Accountant and | hold an MBA. 

m Lou Ann had her first heart attack, were you on an assignment? 
ven | was covering for an in-house CPA at a large insurance firm. 
What was the time span of that assignment? 


The commitment was renewed every month or every few months; | started at that firm in 
October of [year forty-four]. 


What was your last commitment to that firm? 
A: 
In early January, [year forty-five], | committed to staying through the end of March of that year. 


Did you ever offer to help out with Lou Ann's duties at Suns Eatery? 

A: 

| tried talking to Lou Ann about that a number of times but she was angry and defensive. Lou 
Ann kept insisting that she was not retiring and that she did not need help. Nevertheless, | 
resisted all pressure from the insurance firm to commit to stay after the end of March [year forty- 
five]. | was worried about what would happen to Lou Ann if she went back to work. 

Q: 

As of what date did you officially take over the business management of Suns Eatery? 

A: 

April 1, [year forty-five]. 

Q: 


Did Lou Ann leave you an organized up-to-date set of business records? 

A: 

No. 

Q: 

What was the state of the business when you walked in on April 1, [year forty-five]? 

A: 

Wilma had done a wonderful job keeping the restaurant running, but she did not have time to 
deal with the business records and she did not understand them. Wilma had simply used cash 
on hand to pay immediate expenses, such as buying ingredients. She had tried to keep notes of 
what she had done, but her notes were not exactly standard bookkeeping. Lou Ann, 
furthermore, had followed her own systems which were idiosyncratic, to be polite. Furthermore, 
Lou Ann had kept her methods to herself; no one could explain them to me or help me figure 
them out. 

Q: 

How long was it before you felt you had a handle on how Lou Ann had organized the business's 
cash and credit flows? 

A: 
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Months and months. 

Q: 

During [year forty-five] did you make a conscious decision not to follow up on the cease and 
desist letter dated January 15, [year forty-five] from Suns Eatery to John M.'s Sons? 

A: 

No. Even assuming it was somewhere in the stacks of paper | went through at the time, | didn't 
notice the letter at the time. Anyway, | had too many urgent chores on my plate to work on 
anything that wasn't an immediate threat to the continuation of Suns Eatery. 

Q: 


Do you know what prompted Lou Ann to have an attorney send a cease and desist letter to 
John M.'s Sons in January of [year forty-five]? 

A: 

No, but she would not have spent money on a lawyer unless she had a good reason. 

Q: 

Do you have any guess about what might have prompted Lou Ann to take that action? 

A: 

| can only suppose that she heard customers or suppliers confuse the two businesses, but | 
don't really know. 


Q: 
Thank you. Now let's talk about what Suns Eatery was selling to its customers, its operational 
history. 
A: 
I'm ready. 
§ 34. Testimony of Mary C.—Operational history of Suns Eatery 
Q: 
What does Suns Eatery do to make money? 
A: 
e sell take-out-Chinese food to Americans. 
Q: 
Is the cuisine authentic? 
A: 


It's not authentic to China. It's the set of dishes which Americans have come to expect from 
relatively inexpensive so-called “Chinese restaurants.” 


Do you consider Suns Eatery to be a low-market food provider? 
A: 
No, just a good value food provider. 


Does Suns Eatery have any specific concept of its own food? 

A: 

Yes. We use extremely fresh ingredients. We cook in relatively small batches as needed, so the 
cooked food does not taste left-over. It is not the warm mush you would tend to find in a low- 
price buffet. It is good quality, simple, food which is high in vegetables and low in grease. 

Q: 
Was Suns Eatery ever predominantly a place where the customers sat down to eat a leisurely 
meal? 

A: 

No. 

Q: 

Did the type of service provided by Suns Eatery change over time? 
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A: 

Yes. In the beginning, almost all of the business was delivery. Customers telephoned in their 
orders and our driver dropped the food off at their houses. 

Q: 
What about now? 

A: 

Over 85% pick up; customers call in an order or submit one by Internet and then the customer 
picks it up later. 

Q: 

What is the other 15%? 

A: 

Delivery. 

Q: 

What about people who eat at the restaurant? 

A: 

We have tables if someone wants to do so, but it is unusual. 

Q: 

When the restaurant opened, who did the deliveries? 

A: 

Sometimes Mark C., sometimes a part-time person. 

Q: 

Who does the deliveries now? 

A: 

One of the part time employees or a service. 

Q: 

Can you clarify how delivery is done by a service? 

A: 


It's an Internet thing. A few businesses operate web sites where one can place Internet orders 
at a large number of different restaurants. Most people request a delivery with all the dishes 
from the same restaurant; then, if the customer wants delivery, the restaurant delivers its own 
food. But these services also allow you to order a single delivery which includes dishes from 
multiple sources. When you order a multiple-source delivery, the web site provides the delivery 
service. 

Q: 

hen did Suns Eatery first start taking orders by Internet? 
A: 

March or April of [year forty-three]. 

Q: 


When did Suns Eatery become available through the websites which service multiple 
restaurants? 

A: 

Early in [year forty-four]. 

Q: 


Are all the orders placed by Internet with Suns Eatery delivered? 

e no. About 85% of all Suns Eatery orders are picked up by the customer who placed the 
order, regardless of whether the order is made by telephone, text messaging, or Internet. 
m know, what percentage of orders are submitted by text messaging? 
eur about 8%. 
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Q: 

Telephone? 

A: 

About 40%. 

Q: 

Internet? 

A: 

Almost all the rest, that would be slightly over half. 
Q: 
What other method do people use to place orders? 

A: 

Sometimes a customer will place the order in person at the restaurant and wait while we get it 

ready or come back later to pick it up. 

Q: 

Thank you. Do you charge for making deliveries? 

A: 

We say that we charge for out-of-area deliveries but an out-of-area delivery order is quite rare. 
We don't charge for any order to be delivered inside our free delivery area if the order is over a 
set amount. Now that amount is $35. 

Q: 

Do you have any statistics on this? 

A: 

No. 

Q: 

How would one go about checking on the number of out-of-area deliveries using Suns Eatery's 
standard paperwork?- 

A: 


You would need to look at the ticket for the order. 
Q: 
How long do you keep order tickets? 


Just for two days; they are only needed if someone were to call in and say we did not give them 
what they ordered. People rarely do that at all, and if they do, they do it immediately upon taking 
the food out of the delivery shopping bag to eat it. Also, we don't fight with customers. If 
someone says we made a mistake, we just apologize and try to make the upset customer 
happy. 

Q: 

Does Suns Eatery keep any record of individual orders for longer than two days? 

A: 

Yes, credit card charge slips are kept for a few months or years. 

Q: 

Why? 

A: 

For tax reasons and also because someone could dispute a charge after receiving their monthly 
statement from the credit card they used to pay for the order. That is usually a matter of double 
billing, not the content of the order itself. 

Q: 

Can you tell from the credit card charge slip if the order was delivered or picked up? 

A: 

No. 

Q: 
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Why not? 

A: 

All we put on the credit card slip is the amount of tax collected, the amount of tip (if any), and 
the total amount collected. 

Q: 

Does the tax on delivery fees differ from the tax on the food itself? 

A: 

Not in either Here or That. | don't know about other states. 

Q: 

Let's look at the geographic area Suns Eatery has serviced at different times. Please look at the 
map in the book of exhibits at page 50. Do you have that page? 

A: 

Yes. 

Q: 

Please read the legend at the bottom of the page. 

A: 

It says, “Suns Eatery, Inc. stipulates that the yellow cross hatching represents its free delivery 
area at the end of [year thirty-nine]; that the brown cross hatching represents its free delivery 
area at the end of [year forty-four]; and that the pink cross hatching represents its free delivery 
area at the end of [year forty-eight]." 

Q: 
Did Suns Eatery's free delivery area change much over the years? 
A: 

No. 

Q: 

Does this mean that Suns Eatery's service area did not change? 
A: 

No. 

Q: 

Can you please explain that to the Court? 


Yes, of course. When Suns Eatery first opened, Suns delivered most of the food to the 
customers' homes. Maybe the customers had fewer cars then, | don't know. Now, the customers 
come to Suns to pick up the food about 85% of the time. So, the location of the customers as a 
whole is not necessarily the same as the location of the free delivery area. 

Q: 

Why did you refer to the free delivery area rather than the area to which Suns Eatery is willing to 
deliver for a service fee? 

A: 

Because | know from experience that Suns Eatery very rarely charges a delivery fee because 
Suns Eatery is rarely asked to deliver outside its free delivery area. 

Q: 

OK. Do you have any reason to believe that the pick-up customers do not live in the same 
geographic area as the free delivery customers? 

A: 

Yes. 

Q: 

What is your reason? 

A: 
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Shortly after | started managing Suns Eatery, | decided to check that our advertising money was 
being spent usefully, so | started having everyone keep a stroke mark chart of the zip codes of 
our pick-up customers. 


How? 

A: 

| divided an 81⁄2 x 11 sheet of paper into boxes labeled with the zip codes which were inside our 
free delivery area; some boxes were labeled with the bordering zip codes; a few had no labels. 
Q: 

Yes? 

A: 

When anyone took a pick-up order by telephone, or made up a cook-request from an Internet or 
text pick-up order, the person was to put a stroke mark in the box for the zip code in which the 
customer lived. We got that information when taking credit card numbers; the customers were 
used to other businesses doing that as a double check on the validity of the credit card.? If the 
zip code was not already represented by a box, one of the unlabeled boxes was given that zip 
code. 

Q: 

Continue please. 

A: 

| put out a new zip code form each business day with that day's date at the top. Then | 
correlated the tallies. We had over 4096 of our pick-up business living outside our free delivery 
area. 

Q: 

Did you take any action based on the tallies your obtained? 

A: 

Yes. | modified our advertising profile to extend further out from the location of the restaurant. 
Q: 

What type of advertising is used by Suns Eatery? 

A: 


We put small advertisements in the local shoppers' guides, the ones people pick up at 
supermarkets or other stores. We put out flyers with our menu in retail stores which service the 
area. If allowed to do so, we supply free menus to schools, clubs, businesses with on-site 
employees, and anywhere else where someone might be at lunch or dinner time in our local 
area. Every few months, we pay for people to put door-hanger menus on the front doors of local 
residences. 

Q: 
What do you mean by local? 

A: 

That is what the tallies changed. Lou Ann had advertised only inside the free delivery area. 
Once | learned the geographic spread of our pick-up customer base, | started rotating the 
locations where menus were provided so that gradually our menus were available in the entire 
service area and slightly beyond that, not just the free delivery area. 

Q: 

Any other type of advertising or promotion? 

A: 


We have a website of course. You can place an order from our website. 
Q: 
Please look at page 52. If you recognize it, please identify it for the Court. 

A: 

That is a map showing the service area of Suns Eatery according to the zip code tallies | kept. 
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Q: 
Please look at pages 53 and 54. If you can, please identify them. 

A: 

Yes, these are other maps of Suns Eatery's service area based on zip code tallies. 
Q: 

What is the relationship between the maps on pages 52, 53 and 54? 

A: 

Different years. 

Q: 
Please look at page 50 at the cross hatched sections representing the delivery area covered by 
the Sons Eat delivery service offered by defendant John M.'s Sons. Can you learn anything by 
comparing these to Suns Eatery's free delivery as opposed to tally determined service areas? 
A: 


If you compare John M.'s Sons' delivery area for its AB&C groceries service to Suns Eatery's 
free delivery area, the two do not overlap very much. But if you look at the actual service area 
for Suns Eatery as proven by the tallies, John M.'s Sons has gradually intruded into the market 
area from which Suns Eatery draws its pick-up customers. 

Q: 

Did there come a time when you started noticing actual confusion between Suns Eatery and the 
Sons Eat delivery service offered by John M.'s Sons? 

A: 

Yes. 

Q: 
hen? 

A: 

Late [year forty-seven]. 
Q: 


Do you know why this actual confusion began to occur? 

A: 

No. 

Q: 

Would it be possible that John M.'s Sons then-recent introduction of Internet ordering caused 
the confusion to become more apparent? 

A: 

| suppose so. 

Q: 


Did you ask the customers who manifested confusion where they had gotten their information 
about Sons Eat? 


A: 

No. 

Q: 

Why not? 

A: 

It is against Suns Eatery policy to hassle customers about anything. We fix problems, we don't 
pick at them. 

Q: 

Thank you. Please remain seated, counsel for John M.'s Sons may want to ask you some 
questions. 

A: 

Of course. 


S 35. Testimony of Mary C.—Cross examination 
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Q: 

Do you need a break? 

A: 

No. 

Q: 

Would you like a drink of water, perhaps, before we continue? 
A: 

No, thank you for asking. 

Q: 


Of course. Can you quantify the actual confusion you claim exits between John M.'s Sons “Sons 
Eat” grocery delivery service and Suns Eatery take-out Chinese food? 


No. 

Q: 

Why do you think it is a real business problem? 
A: 


Suns Eatery has sustained a reputation for decades; we don't want anyone else diluting it. 

Q: 

Are you saying that the gourmet groceries of AB&C are a blot on the reputation of Suns Eatery 
take-out, not authentic, Chinese food? 

A: 

No. | am saying that “Suns Eatery” should mean our fresh, fresh-cooked, simple food. Not some 
overpriced gourmet food. And not any other product that is not ours. 


| believe | heard you testify earlier, speaking about when you took over from Lou Ann, “I had too 
many urgent chores on my plate to work on anything that wasn't an immediate threat to the 
continuation of Suns Eatery." Is that correct? 

A: 

| don't remember saying exactly those words. But the statement is accurate about that period of 
my work at Suns Eatery. | was over whelmed. 

Q: 

But that means that you did not see confusion between your take-out food and the deliveries by 
John M.'s Sons' for AB&C as a business problem, doesn't it? 

A: 

It means that | had bigger problems to deal with and did not have the energy to take notice 
when people mentioned such confusion. 


Do you have any evidence of such actual confusion? 

A: 

| have heard confused customers, as have the other people at Suns Eatery. 
Q: 

Do you have any empirical evidence of its extent? 

A: 

How would | have that? 

Q: 

Did you keep a stroke chart as you did for the zip codes of your pick-up orders? 
No. 

Q: 

Why? 

A: 
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| did not think of doing that. 
Q: 
Thank you. | have no more questions at this time. 
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F.2d 917, 178 U.S.P.Q. 449 (3d Cir. 1973) (tolling). 


m § 13. 
6 
See Piper Aircraft Corp. v. Wag-Aero, Inc., 741 F.2d 925, 223 U.S.P.Q. 202, 207, 16 Fed. R. Evid. 


Serv. 86 (7th Cir. 1984). 
lj 


See Perini Corp. v. Perini Const., Inc., 715 F. Supp. 719, 12 U.S.P.Q.2d 1039, 1043 (D. Md. 1989 : 
judgment rev'd on other grounds, 915 F.2d 121, 16 U.S.P.Q.2d 1289 (4th Cir. 1990). 

8 

See Lambda Electronics Corp. v. Lambda Technology, Inc., 515 F. Supp. 915, 930, 211 U.S.P.Q. 75 
(S.D. N.Y. 1981) (three years insufficient to support laches); Unique Sports Products, Inc. v. Babolat 
VS, 403 F. Supp. 2d 1229, 1240-41 (N.D. Ga. 2005) (less than four years not enough for summary 


judgment of laches where analogous state statute of limitations is four years). 

9 

See Roto-Rooter Corp. v. O'Neal, 513 F.2d 44, 46, 186 U.S.P.Q. 73 (5th Cir. 1975). 

10 

See Conopco, Inc. v. Campbell Soup Co., 95 F.3d 187, 192, 40 U.S.P.Q.2d 1042, 1996-2 Trade 
Cas. (CCH) 1 71551 (2d Cir. 1996). 

11 

See Hubbard Feeds, Inc. v. Animal Feed Supplement, Inc., 182 F.3d 598, 51 U.S.P.Q.2d 1373, 
1375- 76 (8th Cir. 1999). 


e Constellation Brands, Inc. v. Arbor Hill Associates, Inc., 535 F. Supp. 2d 347, 362 (W.D. N.Y. 
2008). 

A 

This is sometimes referred to as “tolling.” See § 8. 


2 
See § 10. 
3 


See Buccellati Holding Italia SPA v. Laura Buccellati, LLC, 5 F. Supp. 3d 1368, 1375 (S.D. Fla. 
2014) (granting summary judgment dismissing laches defense). 
4 














The court mentioned that the mark holder did file a petition to cancel the alleged-infringer's federal 
registration in 2005, but did not discuss why that date was irrelevant. 
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5 

See Wisconsin Cheese Group, Inc. v. V & V Supremo Foods, Inc., 537 F. Supp. 2d 994, 997-1002 
(W.D. Wis. 2008) (granting summary judgment to plaintiff on sole basis of laches on defendant's 
counterclaim for infringement). 

6 

See Kehoe Component Sales Inc. v. Best Lighting Products, Inc., 933 F. Supp. 2d 974, 1019 (S.D. 
Ohio 2013), quoting Tandy Corp. v. Malone & Hyde, Inc., 769 F.2d 362, 366, 226 U.S.P.Q. 703 (6th 
Cir. 1985). 


i 

See Garcia v. City of Chicago, 2009 WL 256287, *1, *2 (N.D. Ill. 2009) (granting summary 
judgement to defendant). 

8 

See Greyhound Corp. v. Rothman, 84 F. Supp. 233, 241, 81 U.S.P.Q. 185 (D. Md. 1949), judgment 
aff'd, 175 F.2d 893, 82 U.S.P.Q. 143 (4th Cir. 1949). 

9 

See Ediciones Quiroga, S.L. v. Fall River Music, Inc., 35 U.S.P.Q.2d 1814, 1819, 1995 WL 103842, 
*6 (S.D. N.Y. 1995), on reconsideration in part on other grounds, 1995 WL 366287 (S.D. N.Y. 

1995) (court also relied upon settlement discussions). 

10 

See Marshak v. Treadwell, 595 F.3d 478, 497, 91 U.S.P.Q.2d 1289 (3d Cir. 2009) ("We do not think 
it inexcusable for Treadwell to wait for the resolution of the bankruptcy proceedings—and thus the 
disposition of the previous order of accounting—before addressing the second wave of infringement 
through a contempt proceeding."). 


1 

See Kehoe Component Sales Inc. v. Best Lighting Products, Inc., 933 F. Supp. 2d 974, 1010-11 
(S.D. Ohio 2013), quoting Tandy Corp. v. Malone & Hyde, Inc., 769 F.2d 362, 366, 226 U.S.P.Q. 703 
(6th Cir. 1985). 

2 

See Oriental Financial Group, Inc. v. Cooperativa de Ahorro y Credito Oriental, 698 F.3d 9, 21-22, 
105 U.S.P.Q.2d 1128 (1st Cir. 2012). 

3 


See § 2. 
4 


See Kellogg Co. v. Exxon Corp., 209 F.3d 562, 569-73 n.2, 54 U.S.P.Q.2d 1413, 2000 FED App. 
0123P (6th Cir. 2000). 


5 

See Kellogg Co. v. Exxon Corp., 209 F.3d 562, 569-73, 54 U.S.P.Q.2d 1413, 2000 FED App. 0123P 
(6th Cir. 2000). 

6 

See Altman and Pollack, Callmann on Unfair Competition, Trademarks and Monopolies §§ 26:71 to 
26:73 (4th ed.). 

L 

See Kellogg Co. v. Exxon Corp., 209 F.3d 562, 564-67, 54 U.S.P.Q.2d 1413, 2000 FED App. 0123P 
(6th Cir. 2000). 

8 

See Kellogg Co. v. Exxon Corp., 209 F.3d 562, 571, 54 U.S.P.Q.2d 1413, 2000 FED App. 0123P 
(6th Cir. 2000). 

9 

See Kellogg Co. v. Exxon Corp., 209 F.3d 562, 573, 54 U.S.P.Q.2d 1413, 2000 FED App. 0123P 
(6th Cir. 2000). 

10 


See Kellogg Co. v. Exxon Corp., 209 F.3d 562, 573, 54 U.S.P.Q.2d 1413, 2000 FED App. 0123P 
(6th Cir. 2000)). No opinion on these issues is available on Westlaw. 
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14 
See Chattanoga Mfg., Inc. v. Nike, Inc., 301 F.3d 789, 794, 64 U.S.P.Q.2d 1140 (7th Cir. 2002), 
discussed § 6. 

12 


See Internet Specialties West, Inc. v. Milon-DiGiorgio Enterprises, Inc., 559 F.3d 985, 990-91, 90 

U.S.P.Q.2d 1151 (9th Cir. 2009). 

13 

See Oriental Financial Group, Inc. v. Cooperativa de Ahorro y Credito Oriental, 698 F.3d 9, 21-24, 
105 U.S.P.Q.2d 1128 (1st Cir. 2012). 

14 

See Wisconsin Cheese Group, Inc. v. V & V Supremo Foods, Inc., 537 F. Supp. 2d 994, 1002-03 


(W.D. Wis. 2008). 
1 


See Altman and Pollack, Callmann on Unfair Competition, Trademarks and Monopolies S 23:27 (4th 
ed.). 

2 

See Nartron Corp. v. STMicroelectronics, Inc., 305 F.3d 397, 411-12, 64 U.S.P.Q.2d 1761, 2002 
FED App. 0341P (6th Cir. 2002). 

3 


See Chattanoga Mfg., Inc. v. Nike, Inc., 301 F.3d 789, 795, 64 U.S.P.Q.2d 1140 (7th Cir. 2002). 
4 


See E.E.O.C. v. Great Atlantic & Pacific Tea Co., 735 F.2d 69, 80, 34 Fair Empl. Prac. Cas. (BNA 
1412, 34 Empl. Prac. Dec. (CCH) P 34489 (3d Cir. 1984) (presumptions of inexcusable delay and 
prejudice); Santana Products, Inc. v. Bobrick Washroom Equipment, Inc., 401 F.3d 123, 138, 73 

U.S.P.Q.2d 1769, 2005-1 Trade Cas. (CCH) € 74688 (3d Cir. 2005) (presumptions of inexcusable 


delay and prejudice). 
5 





See Saul Zaentz Co. v. Wozniak Travel, Inc., 627 F. Supp. 2d 1096, 1118, 89 U.S.P.Q.2d 1665 
(N.D. Cal. 2008) (evidentiary prejudice from death of plaintiff's former trademark counsel who would 
have been knowledgeable witness and from "likely" inability to locate full financial records); RBC 
Nice Bearings, Inc. v. Peer Bearing Co., 676 F. Supp. 2d 9, 29 (D. Conn. 2009), aff'd, 410 Fed. 
Appx. 362 (2d Cir. 2010) (granting in part and denying in part defendant's motion for summary 
judgment based on laches; loss of evidence and witnesses regarding pre-1999 choice of series 
model numbers is prejudice, but this factor is inapplicable to more current choices); H.G. Shopping 
Centers, L.P. v. Birney, 59 U.S.P.Q.2d 1109, 2000 WL 33538621 *9 (S.D. Tex. 2000) (loss of key 
witnesses). But cf. Toyota Motor Sales, U.S.A., Inc. v. Tabari, 610 F.3d 1171, 1182, 95 U.S.P.Q.2d 
1702 (9th Cir. 2010) (affirming rejection of laches defense; potential witness's alleged inability to 
remember some relevant information had not been shown to have occurred during plaintiff's delay). 
6 

See Internet Specialties West, Inc. v. Milon-DiGiorgio Enterprises, Inc., 559 F.3d 985, 991-92, 90 
U.S.P.Q.2d 1151 (9th Cir. 2009) (stating that dissent's contrary position renders laches into mere 
delay); Groucho's Franchise Systems, LLC v. Grouchy's Deli, Inc., 2015 WL 11256661, *3 (N.D. Ga. 
2015) (denying motion to dismiss on sole ground of laches; alleged infringer provided merely 
conclusory assertion supporting expenditure of "significant" resources on promoting its name). 

Fi 

Roederer v. J. Garcia Carrion, S.A., 569 F.3d 855, 861, 91 U.S.P.Q.2d 1214 (8th Cir. 2009). See 





also § 7 (discussing case). 
8 


i.e., the mark at issue was the overall appearance of the product being sold. 
9 


Magic Kitchen LLC v. Good Things Internat., Ltd., 153 Cal. App. 4th 1144, 1162-63, 63 Cal. Rptr. 3d 


719, 728 (2d Dist. 2007). 
10 
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Saul Zaentz Co. v. Wozniak Travel, Inc., 627 F. Supp. 2d 1096, 1118, 89 U.S.P.Q.2d 1665 (N.D. 
Cal. 2008). 


1 
See Abraham v. Alpha Chi Omega, 708 F.3d 614, 620, 105 U.S.P.Q.2d 1692 (5th Cir. 2013); Board 
of Supervisors for Louisiana State University Agricultural and Mechanical College v. Smack Apparel 


Co., 550 F.3d 465, 490, 239 Ed. Law Rep. 874, 89 U.S.P.Q.2d 1338 (5th Cir. 2008); accord Hermes 
Intern. v. Lederer de Paris Fifth Ave., Inc., 219 F.3d 104, 107-08, 55 U.S.P.Q.2d 1360 (2d Cir. 2000). 


2 
See Bikila v. Vibram USA Inc., 218 F. Supp. 3d 1206, 1211-12 (W.D. Wash. 2016). 
3 


See Deere & Co. v. MTD Holdings Inc., 70 U.S.P.Q.2d 1009, 2004 WL 324890, *21 (S.D. N.Y. 
2004). 


J 
See E-Systems, Inc. v. Monitek, Inc., 720 F.2d 604, 607, 222 U.S.P.Q. 115 (9th Cir. 1983). 
2 


See Pinkette Clothing, Inc. v. Cosmetic Warriors Limited, 894 F.3d 1015, 1025, 127 U.S.P.Q.2d 
1315 (9th Cir. 2018). 
3 


See § 2. 
4 
See § 5. 


5 

See Grupo Gigante SA De CV v. Dallo & Co., Inc., 391 F.3d 1088, 73 U.S.P.Q.2d 1258 (9th Cir. 
2004). 

6 

See Grupo Gigante SA De CV v. Dallo & Co., Inc., 391 F.3d 1088, 1091-93, 73 U.S.P.Q.2d 1258 
(9th Cir. 2004). 


TA 

See Altman and Pollack, Callmann on Unfair Competition, Trademarks and Monopolies §§ 18:4 to 
18:16 (4th ed.) (discussing conceptual strength categories). 

8 





The court's allowance of priority to Groupo in California based on operating stores only in Mexico is 
controversial. See Altman and Pollack, Callmann on Unfair Competition, Trademarks and 
Monopolies § 20:13 (4th ed.). 

9 

See Grupo Gigante SA De CV v. Dallo & Co., Inc., 391 F.3d 1088, 1101-05, 73 U.S.P.Q.2d 1258 
(9th Cir. 2004). 


1 
See Hermes Intern. v. Lederer de Paris Fifth Ave., Inc., 219 F.3d 104, 55 U.S.P.Q.2d 1360, 1364 (2d 
Cir. 2000); Bunn-O-Matic Corp. v. Bunn Coffee Service, Inc., 88 F. Supp. 2d 914, 54 U.S.P.Q.2d 
1012, 1022 (C.D. Ill. 2000); AWGI, L.L.C. v. Atlas Trucking Company, L.L.C., 381 F. Supp. 3d 832, 
846 (E.D. Mich. 2019), on reconsideration, 2019 WL 2866093, *7 (E.D. Mich. 2019); Laches as 


affecting claim for accounting and damages in federal action for infringement of trademark or 
tradename, 14 A.L.R. Fed. 342. 


2 

See Brittingham v. Jenkins, 914 F.2d 447, 456, 16 U.S.P.Q.2d 1121, 116 A.L.R. Fed. 863 (4th Cir. 
1990) (allowing damages only for infringement "after entry of the trial court's original judgment"). 

3 








See Brittingham v. Jenkins, 914 F.2d 447, 456, 16 U.S.P.Q.2d 1121, 116 A.L.R. Fed. 863 (4th Cir. 
1990). 


4 
See Minnesota Mining and Manufacturing Co. v. Beautone Specialties, Co., Ltd., 82 F. Supp. 2d 
997, 53 U.S.P.Q.2d 1878, 1884 (D. Minn. 2000). 
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1 

See University of Pittsburgh v. Champion Products Inc., 686 F.2d 1040, 1044-45, 215 U.S.P.Q. 921 
(3d Cir. 1982) (“Although laches precludes a plaintiff from recovering damages, it does not bar 
injunctive relief.”). 

2 


See Kellogg Co. v. Exxon Corp., 209 F.3d 562, 573, 54 U.S.P.Q.2d 1413, 2000 FED App. 0123P 

(6th Cir. 2000).). 

3 

See Jarrow Formulas, Inc. v. Nutrition Now, Inc., 304 F.3d 829, 63 U.S.P.Q.2d 1076, 1084, 2002-1 
Trade Cas. (CCH) 1 73712 (9th Cir. 2002); Tillamook Country Smoker, Inc. v. Tillamook County 


Creamery Ass'n, 311 F. Supp. 2d 1023 (D. Or. 2004), aff'd, 465 F.3d 1102, 1111, 80 U.S.P.Q.2d 
1460 (9th Cir. 2006) (if the party opposing an injunction would be prejudiced by a prospective 


injunction, a court may apply the laches defense; declining to reject trial court's decision to deny 
injunctive relief); Oriental Financial Group, Inc. v. Cooperativa de Ahorro y Credito Oriental, 698 F.3d 


9, 24, 105 U.S.P.Q.2d 1128 (1st Cir. 2012) (remanding for trial court to consider entering a broader 
injunction). 
4 








See Hermes Intern. v. Lederer de Paris Fifth Ave., Inc., 219 F.3d 104, 107-08, 55 U.S.P.Q.2d 1360 
(2d Cir. 2000); see also § 12. 
5 


See Angel Flight of Georgia, Inc. v. Angel Flight America, Inc., 522 F.3d 1200, 1208, 86 U.S.P.Q.2d 
1422 (11th Cir. 2008) (upholding trial court's grant of permanent injunction; "[i]n this case, confusion 


was inevitable. Consequently, regardless whether AFGA's delay in bringing suit was excusable, the 
district court did not err in rejecting appellants' affirmative defenses as bars to injunctive relief."); 
accord, Sara Lee Corp. v. Kayser-Roth Corp., 81 F.3d 455, 462, 38 U.S.P.Q.2d 1449 (4th Cir. 
1996); TMT North America, Inc. v. Magic Touch GmbH, 124 F.3d 876, 886, 43 U.S.P.Q.2d 1912 (7th 
Cir. 1997); Johnny's Fine Foods, Inc. v. Johnny's Inc., 286 F. Supp. 2d 876, 68 U.S.P.Q.2d 1505, 
1512-14 (M.D. Tenn. 2003). 

6 

See Tillamook Country Smoker, Inc. v. Tillamook County Creamery Ass'n, 465 F.3d 1102, 1111, 80 
U.S.P.Q.2d 1460 (9th Cir. 2006). 


7 

See Abraham v. Alpha Chi Omega, 708 F.3d 614, 627-28, 105 U.S.P.Q.2d 1692 (5th Cir. 

2013) (affirming permanent injunction against sale of some, but not all, of the infringing 

products); Conan Properties, Inc. v. Conans Pizza, Inc., 752 F.2d 145, 152-54, 225 U.S.P.Q. 379 
(5th Cir. 1985) (affirming permanent injunction against use of infringing mark outside of defendant's 
original geographic market area, but also affirming limitation of injunction to plaintiff's mark, rather 
than to any mark including “CONAN’”). 


A 

See Altman and Pollack, Callmann on Unfair Competition, Trademarks and Monopolies §§ 23:76; 
26:50 to 26:107 (4th ed.). 

2 

See Bridgestone/Firestone Research, Inc. v. Automobile Club De L'Quest De La France, 245 F.3d 


1359, 1360, 58 U.S.P.Q.2d 1460 (Fed. Cir. 2001). 
1 


See 15 U.S.C.A. § 1069 (“In all inter partes proceedings equitable principles of laches, estoppel, and 
acquiescence, where applicable may be considered and applied."). 





See Loglan Institute, Inc. v. Logical Language Group, Inc., 962 F.2d 1038, 22 U.S.P.Q.2d 1531, 
1534 (Fed. Cir. 1992). 

3 

See Callaway Vineyard & Winery v. Endsley Capital Group, Inc., 63 U.S.P.Q.2d 1919, 1923, 2002 
WL 976451 (T.T.A.B. 2002). 
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4 
See Bausch & Lomb Inc. v. Leupold & Stevens Inc., 1 U.S.P.Q.2d 1497, 1986 WL 83320 *3 
(T.T.A.B. 1986). 


5 

See Creel Abogados, S.C. v. Creel, Garcia-Cuellar, Aiza Y Enriquez, S.C., 2017 WL 6493050, *3 
(T.T.A.B. 2017) (not precedential). 

6 


See Creel Abogados, S.C. v. Creel, Garcia-Cuellar, Aiza Y Enriquez, S.C., 2017 WL 6493050, *3 
(T.T.A.B. 2017). 

I 

See Saint-Gobain Abrasives, Inc. v. Unova Industrial Automation Systems, Inc., 66 U.S.P.Q.2d 
1355, 1359, 2003 WL 880554 (T.T.A.B. 2003). 

8 

See Lesley Hornby a/k/a Lesley Lawson a/k/a Twiggy v. TJX Companies, Inc., 87 U.S.P.Q.2d 1411, 
2008 WL 1808555, *7 (T.T.A.B. 2008) (precedential). 

9 

See Saint-Gobain Abrasives, Inc. v. Unova Industrial Automation Systems, Inc., 66 U.S.P.Q.2d 
1355, 1359, 2003 WL 880554 (T.T.A.B. 2003). 

10 

See Midwest Plastic Fabricators Inc. v. Underwriters Laboratories Inc., 5 U.S.P.Q.2d 1067, 1987 WL 
123860, *2 (T.T.A.B. 1987). 


11 
See East West Bank Co. v. The Plubell Firm LLC, 2016 WL 5219824, *26, *27 (T.T.A.B. 2016) (not 
precedential; dictum). 

12 

See Bridgestone/Firestone Research, Inc. v. Automobile Club De L'Quest De La France, 245 F.3d 
1359, 1363, 58 U.S.P.Q.2d 1460 (Fed. Cir. 2001). 

18 

See Ava Ruha Corp. v. Mother's Nutritional Center, Inc., 113 U.S.P.Q.2d 1575, 2015 WL 496141, *4 
(T.T.A.B. 2015) (precedential). 

14 

See The Brooklyn Brewery Corp. v. Brooklyn Brew Shop, LLC, 2020 WL 4673282, *10 (T.T.A.B. 
2020) (precedential; dismissing opposition in part based on acquiescence and laches; confusion is 
likely but not inevitable). 

15 

See Pro Football, Inc. v. Harjo, 565 F.3d 880, 881, 90 U.S.P.Q.2d 1593, 64 A.L.R. Fed. 2d 651 (D.C. 
Cir. 2009) (affirming trial court grant of summary judgment upholding laches defense). 

16 

See Matal v. Tam, 137 S. Ct. 1744, 1751, 198 L. Ed. 2d 366, 45 Media L. Rep. (BNA) 1849, 122 
U.S.P.Q.2d 1757 (2017). 


17 

See The Brooklyn Brewery Corp. v. Brooklyn Brew Shop, LLC, 2020 WL 4673282, *10 (T.T.A.B. 
2020) (precedential). 

18 


See The Brooklyn Brewery Corp. v. Brooklyn Brew Shop, LLC, 2020 WL 4673282, *32 (T.T.A.B. 
2020) (precedential). 
19 


See The Brooklyn Brewery Corp. v. Brooklyn Brew Shop, LLC, 2020 WL 4673282, *32 (T.T.A.B. 
2020) (precedential). 

1 

See Bridgestone/Firestone Research, Inc. v. Automobile Club De L'Quest De La France, 245 F.3d 


1359, 1361, 58 U.S.P.Q.2d 1460 (Fed. Cir. 2001). 
2 
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See Uveritech, Inc. v. Amax Lighting, Inc., 115 U.S.P.Q.2d 1242, 1244, 2015 WL 4380998 (T.T.A.B. 
2015). 

3 

See Lincoln Logs Ltd. v. Lincoln Pre-Cut Log Homes, Inc., 971 F.2d 732, 734, 23 U.S.P.Q.2d 1701 
(Fed. Cir. 1992); Fishking Processors, Inc. v. Fisher King Seafoods Limited, 83 U.S.P.Q.2d 1762, 
2007 WL 1509584, *2 (T.T.A.B. 2007), adhered to on denial of reconsideration, 2007 WL 8305683 


(T.T.A.B. 2007). 


4 
See Klise Manufacturing Company, v. Braided Accents, L.L.C., 2008 WL 2675076, *7 (T.T.A.B. 
2008) (precedential). 





5 

See Bridgestone/Firestone Research, Inc. v. Automobile Club De L'Quest De La France, 245 F.3d 
1359, 1362, 58 U.S.P.Q.2d 1460 (Fed. Cir. 2001). 

6 

See TPI Holdings, Inc. v. Trailertrader.com, LLC, 126 U.S.P.Q.2d 1409, 2018 WL 1942229, *4, *5 
(T.T.A.B. 2018) (precedential; in a petition to cancel registration on the Supplemental Register, the 
period of delay starts when petitioner had actual notice of the registration being attacked). 

Z 

See National Cable Television Ass'n, Inc. v. American Cinema Editors, Inc., 937 F.2d 1572, 1580, 19 
U.S.P.Q.2d 1424 (Fed. Cir. 1991) (for the purposes of registration proceedings, the laches clock 
does not begin to run from the date that the challenger knew of the applicant's or registrant's use of 
the mark; it starts to run no earlier than the date when the applicant's or registrant's mark was 
published for opposition). 

8 

See Ava Ruha Corp. v. Mother's Nutritional Center, Inc., 113 U.S.P.Q.2d 1575, 2015 WL 496141, *6 
(T.T.A.B. 2015) (precedential; in this case, three years and two months is sufficient delay; other 
cases have allowed laches on slightly shorter and slightly longer periods of delay). 

9 

See The Brooklyn Brewery Corp. v. Brooklyn Brew Shop, LLC, 2020 WL 4673282, *11 (T.T.A.B. 
2020) (precedential; prior registration subsumes mark at issue and goods at issue, therefore, 
defense is available). 

10 

See Set Products, Inc. v. Construction Products, Inc., 208 U.S.P.Q. 842, 847, 1980 WL 30176 
(T.T.A.B. 1980). 

But see Aquion Partners L.P. v. Envirogard Products Ltd., 43 U.S.P.Q.2d 1371, 1997 WL 424968, *3 
(T.T.A.B. 1997). 

11 

See Copperweld Corporation v. Astralloy-Vulcan Corporation, 196 U.S.P.Q. 585, 590-91, 1977 WL 
22601 (T.T.A.B. 1977) (laches applied in opposition to registration of mark Astralloy-V, based upon 
opposer's failure to object to applicant's earlier registration of mark Astralloy); Aromatique Inc. v. 
Lang, 25 U.S.P.Q.2d 1359, 1992 WL 421450, *2 (T.T.A.B. 1992) (holding that an applicant who 
terminated an opposition by abandoning its application with prejudice, but then filed a subsequent 
application for a substantially identical mark, was equitably estopped from contesting an opposition 
by the same opposer against the subsequent application; “the marks are for identical goods and 
differ ever so slightly in typeface and capitalization"). 

12 

See Bridgestone/Firestone Research, Inc. v. Automobile Club De L'Quest De La France, 245 F.3d 
1359, 1362, 58 U.S.P.Q.2d 1460 (Fed. Cir. 2001) (reversing T.T.A.B.'s rejection of a laches defense 


due to insufficient, specific evidence regarding reliance-based prejudice where delay was over 30 
years; "[e]conomic prejudice arises from investment in and development of the trademark, and the 
continued commercial use and economic promotion of a mark over a prolonged period adds weight 
to the evidence of prejudice."). 

13 
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ENERGIZER BRANDS, LLC v. CT GASKET & POLYMER CO., INC., 2019 WL 2598183, *3 
(T.T.A.B. 2019), quoting Fishking Processors, Inc. v. Fisher King Seafoods Limited, 83 U.S.P.Q.2d 
1762, 1766, 2007 WL 1509584 (T.T.A.B. 2007), adhered to on denial of reconsideration, 2007 WL 
8305683 (T.T.A.B. 2007) (precedential). 

14 

See Ava Ruha Corp. v. Mother's Nutritional Center, Inc., 113 U.S.P.Q.2d 1575, 2015 WL 496141, *7 
(T.T.A.B. 2015) (precedential). 

15 

See Klise Manufacturing Company, v. Braided Accents, L.L.C., 2008 WL 2675076, *8 (T.T.A.B. 
2008) (precedential). 

1 


See S2. 
1 


This hypothetical has been created for the sole purpose of illustrating the legal issues discussed in 
this article. All locations, persons, and jurisdictions are fictitious. Here State and That State are 
fictitious states of the U.S.A. within the fictitious Fourteenth Circuit. The author does not claim 
expertise in any of the types of businesses included in the hypothetical. Counsel should not rely on 
this hypothetical for factual information. 





2 
See § 21. 
3 
See § 22. 
4 


A “service mark” is a mark which designates the commercial origin of a service, rather than a 


product. See Altman and Pollack, Callmann on Unfair Competition, Trademarks and Monopolies § 
17A:11 (4th ed.). 


5 

See § 23. 

6 

See § 24 (responsive pleading). 
Fá 


See Wright and Miller et al., Federal Practice and Procedure, Civil § 1186 (3d ed.); Vallecastro v. 
Tobin, Melien & Marohn, 2014 WL 7185513, *9 (D. Conn. 2014) (“A party may not file a responsive 


pleading to an answer unless the district court orders that party to respond.”); EBC Asset 


Investment, Inc. v. Sullivan Auctioneers, LLC., 2014 WL 903955, *2 (C.D. Ill. 2014) (“A plaintiff is not 
required to file a responsive pleading and is deemed to have denied all allegations in any affirmative 
defense. ”). 

1 

The testimony provided below is based on the same hypothetical used earlier in this article. See 

§§ 20 to 24. 

2 


See 28 U.S.C.A. § 636 (powers of magistrate judges). 
pi 

See § 21. 

1 


This article should not be relied upon as a source regarding the usual way restaurants keep records 
or the suitability of this method of record keeping. 

2 

The author of this article has experienced this practice but does not have any knowledge of its 
current prevalence. 


End of Document € 2021 Thomson Reuters. No claim to original U.S. Government Works. 
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